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RENEWED STATEMENT REGARDING ORAL ARGUMENT AND DECISION 

Petitioner renews the statement that this case is appropriate for a Rule 19 argument and 

disposition. 

ARGUMENT 

I. Contrary to Respondent's Bare Assertions, Kahle and Shutler are Not Competitors as 
They are Not Located in the Same Geographic Location and Do Not Compete for the Same 
Customers 

Respondent continues to argue that Petitioner and Respondent are competitors to further 

its argument that Kahle's actions were sinister or meant to interfere with its Shutler's business 

relationships/reputation. Based upon Respondent's arguments and the factual findings in the 

Orders, one would think that these companies are in the same type of competition as Pepsi and 

Coke; however, this assertion is absurd and not supported by the evidence. 

Both companies are regional manufacturers of customer cabinets; Kahle is located in 

Leeper, Pennsylvania, and Shutler is located in Moundsville, West Virginia. Kahle does not 

market in West Virginia and the nearest dealer to the state is a two hour trip from Shutler. (J.A. 

029). If someone conducts an internet search for custom cabinets in the Wheeling, West Virginia 

area, Kahle's does not appear as an option. (J.A. 096). The only argument proffered by 

Respondent to rebut this evidence is a self-serving affidavit. The affidavit only makes bald 

assertions about work it performs to Kahle's nearest dealer to the state. There is no reference to 

the amount of work done in those areas or how that compares to its total sales. Most telling, 

however, is that in the thirty one years that it has been in business, Respondent has only 

identified one customer who has mentioned that it was thinking about using Kahle; and this 

occurred twelve years ago. (J.A. 061, ~ 14). 

Respondent's assertions that Kahle wants to interfere with Shutler's business 

relationships/reputation has a fundamental flaw. Kahle has literally nothing to gain from tlns 
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result; 1 a fact, which Respondent cannot dispute. Therefore, the finding that these parties are 

competitors is simply incorrect. 

II. By Refusing to Acknowledge that Kahle Had Agreed to Limit the Scope of the 
Subpoena, the Circuit Court's Decision is Clearly Erroneous; Nothing in the Rules 
Prohibits a Party from Limiting the Scope of a Subpoena After it has been Served or 
Requires a Party to Re-Issue a Subpoena to Memorialize this Limited Scope 

Based upon the July 11, 2016, Order, the Circuit Court acknowledged that Kahle had 

agreed to limit the scope of its subpoena. (lA. 145, ~ 35). The Order dismissed these 

concessions, however, by stating that a new subpoena memorializing the narrowed scope had not 

been issued; therefore, Kahle did not in fact agree to limit the scope. Thereafter, the Circuit 

Court analyzed the subpoena as though Kahle was requesting blue prints, project designs, 

customer financial information/plans, invoices, costs of supplies/labor, cost of 

overhead/payments received by Respondent, etc., and used this as a justification for granting the 

Motion to Quash? (J.A. 142-3, ~ 21-27). Much like the Circuit Court, Respondent refuses to 

acknowledge that Kahle agreed to limit the scope of the subpoena and was further agreeable to a 

protective order. 

It is axiomatic to say that a party can, after issuance, restrict the scope of discovery 

without re-issuing the entire discovery. See Charles Alan Wright, et. al., 8A Fed. Prac. & Proc. 

Civ. § 2091 (3d ed.) (stating that "[s]tipulations concerning discovery procedures other than 

depositions were common practice and had been given effect by the courts.") (footnotes 

omitted). As argued throughout, Kahle does not seek the above listed information and had agreed 

to limit the scope of its subpoena to reflect as such. (Pet'r Br. 14-15). There is nothing in the 

Rules of Civil Procedure to prohibit a party from limiting the scope of subpoena after it has been 

I A simple review of Ex. "E" attached to Kahle's reply brief demonstrates that other custom cabinet makers would 

benefit, not Kahle. (J.A. 129). 

2 In preliminary discussions after the Petition was filed, Kahle indicated to Respondent that it was agreeable to limit 

the scope of the subpoena. (J.A. 031,034-6). 
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issued and the Rules do not require that a new subpoena had to be issued to effectively limit its 

scope. Therefore, the Circuit Court committed clear error by refusing to acknowledge the limited 

scope ofthe subpoena. 

m. Respondent Failed to Timely File Its Motion to Quash and Waived its Argument to 
Quash the Subpoena and for Attorney Fees as it Aff"Irmatively Indicated and Subsequently 
Filed its Answer to the Subpoena 

In arguing that it timely filed its Motion to Quash, Respondent fails to acknowledge that 

W. Va. R. Civ. P. 4S(d)(2)(B) and W. Va. R. Civ. P. 4S(d)(3) provide that to be considered 

timely, a motion to quash must be filed within fourteen days after service. Respondent argues3 

that W. Va. R. Civ. P. 12 is applicable and that it had twenty days to file an answer to the 

Petition. (Resp't Hr. 7). Respondent, however, did not file an answer to the Petition, but instead 

filed a Motion to Quash the subpoena attached to the Petition.4 As the primary relief sought in its 

Motion to Quash was to quash the subpoena, written objections had to be served within fourteen 

days.5 As no written objections were served as required by the Rule 4S(d)(2)(B), Shutler waived 

its objections to the Petition and to seek attorney fees. 

Furthennore, Respondent asserts that it did not "knowingly [make] a formal, written 

waiver." (Resp't Br. 8). Respondent does not challenge, however, that in the Motion to Quash, it 

"offered to provide an affidavit" to answer the subpoena. (l.A. 016). Said another way, 

Respondent affinnatively indicated and subsequently confirmed in the Motion to Quash that it 

was willing to answer the subpoena, albeit in the manner that it felt was responsive. By offering 

and then subsequently submitting the affidavit as an answer to the subpoena, Respondent waived 

3 Respondent states that the summons provided that it had twenty days to file an answer. (Resp't Hr. 7). The 

summons, however, provided thirty days to answer, which is obviously outside the time frame to respond pursuant 

to Ru1e 12. 

4 Respondent's Motion to Quash was solely related to quashing the subpoena and did not even attempt to answer the 

averments in the Petition. 

s Rule 12 is inapplicable. Rule 12 provides that "[ e ]very defense, in law or fact, to a claim for relief in any pleading, 

whether a claim, counterclaim, cross-claim, or third-party claim, shall be asserted in the responsive pleading[.]" 

Rule 12(b)(I)-(6) further provides that certain defenses may be raised by a motion. A motion to quash, however, is 

not a defense to a subpoena and it does not fit within those specifically asserted claims in 12(b)(1)-(6). 
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its arguments regarding the information sought by the subpoena. 

IV. The Circuit Court Erred in Quashing the Subpoena 

At the outset, Respondent does not even attempt to justify that it did not provide any 

description of the documents it sought to withhold and did not even attempt to refute the case 

law cited by Kahle6 which demonstrated that this is improper. (Pet'r Br. 7). Respondent does 

not challenge that in order to prevail on its Motion to Quash, it must carry a "heavy burden[.]" 

Franklin D. Cleckley, Robin Jean Davis, & Louis J. Palmer, Jr., Litigation Handbook on West 

Virginia Rules a/Civil Procedure § 45(d)(3)(B)[2][a], 1066 (4th ed. 2012). Respondent also does 

not challenge that quashing a subpoena should be avoided if other protections of less absolute 

character are possible." Id. Respondent does not dispute that one of its major concerns and a 

reason it has fought so hard to quash the subpoena is that it fears litigation, which is not 

sufficient grounds to quash a subpoena. Respondent does not even attempt to justify the granting 

of the Motion to Quash without providing Kahle an opportunity to respond. Finally, Respondent 

does not dispute that it will voluntarily appear for and testify in the Pennsylvania action.7 As 

demonstrated below, however, Respondent's arguments are without merit and Kahle is entitled 

to the relief sought in this appeal. 

A. The Subpoena was Properly Issued Pursuant to Pennsylvania Law Because the 
Method of Issuance of a Subpoena is Through a Prothonotary 

The Circuit Court found that Kahle's did not ''produce any evidence that the subpoena" 

was properly issued. (J.A. 146). In piggybacking on this finding, Respondent argues that the 

subpoena "appear[s] to have been issued and signed by a prothonotary[,]" not issued by the 

Court. (Resp't Br. 8). However, pursuant to the Pennsylvania Rules of Civil Procedure, 

6 See (Pel'r Hr. 7,26); see also W.Va. R. Civ. P. 45 (e)(2). 
7 In a final pre-trial pleading that was recently filed in the Pennsylvania action, OSI has listed Respondent as a 
witness for trial. At this time, no subpoena has been issued for its appearance at the trial. Given that Respondent will 
voluntarily appear at trial to testify, Respondent has made the information sought in the subpoena relevant and 
necessary to challenge its anticipated testimony. 
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subpoenas are issued by the prothonotary. See Pa. R. Civ. P. 234.2 (stating that ''the prothonotary 

shall issue a subpoena signed and under the seal of the court"). Therefore this argument is 

entirely without merit. 

C. As to the First Request, the Circuit Court Specifically Found that Discovery 
Cannot be Sought From a Third Party When it is Available From Another Source; 
Respondent Concedes That This is an Incorrect Assessment of the Law 

In granting the Motion to Quash as to the first request, the Circuit Court found that 

"Kahle's subpoena seeks production of records from a non-party ... which records are available 

[and] may be obtained directly from the party litigant." (J.A.149-50, ~ 16). Kahle asserts that this 

is an incorrect application of the law as there is no automatic bar to discovery from a third party 

ifdocuments are available from another source. (Pet'r Br. 10-12). 

Respondent concedes this point as it recognizes that there are in fact circumstances where 

discovery can be requested from a third party; specifically, Respondent provided that documents 

are obtainable from a third party in certain circumstances, including when the documents are "a 

non-well-defined set whose completeness is not readily verifiable[,]" or when there is ''reason to 

believe that the files of the third party may contain different versions of documents, additional 

material, or perhaps, significant omissions[.]" (Resp't Br. 8) (citations omitted). Therefore, it is 

clear that the Circuit Court abused its discretion as it based its Order granting the Motion to 

Quash on an erroneous application of the law. 

Beyond the fact that the Circuit Court based its ruling on an erroneous application of the 

law, there is every reason to believe that there may be different versions of the documents 

requested in Respondent's possession as well as additional materials not provided by DSr.8 In 

fact, there is simply no way to verify the completeness of the documents provided by DSI 

8 Here, DSI contacted Shutler in response to Kahle's complaints regarding wood-boring insects. DSI's 
communications with Shutler may very well include admissions that the insects originated at DSI. 
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without this discovery. Hence, Kahle sought this infonnation from a witness who is going to 

testify at trial.9 Therefore, the Circuit Court's granting of the Motion to Quash with respect to the 

first category ofsubpoena is clearly erroneous. 10 

D. In Granting the Motion to Quash as to the Second Request, the Circuit Court 
Found that there is a Blanket Prohibition on the Discovery of a Third Party's 
Customer Contact Information; Respondent Concedes this is an Incorrect 
Assessment of the Law 

A reason provided by the Circuit Court in granting the Motion to Quash as to the second 

request was that there is an absolute and unequivocal ban on the discovery of customer names 

and addresses from either an opposing party or a third party. (J.A. 150, ~ 18). This is an 

erroneous assessment of the law. (Pet'r Er. 12-13). Respondent concedes this point. (Resp't Er. 

10). Respondent, however, attempts to re-write the Order by stating that "customer lists are 

entitled to protection under West Virginia law." (Resp't Er. 10). This is not the justification 

given, or even discussed, in the Order; instead, the Order found that there is a blanket 

prohibition. Therefore, the Circuit Court abused its discretion in finding as such. 

E. The Circuit Court's Determination that the Second Request Sought the 
Production of Confidential, Proprietary, and/or a Trade Secret is an Abuse of 
Discretion 

In granting the Motion to Quash, the Circuit Court's Orders found that the infonnation 

sought in the second request was confidential, proprietary, and a trade secret. To properly make 

9 As stated by the Court in Viacom Intern., "[b]y ... allowing for discovery from both the party and non-party, 
completeness of discovery is more likely to be achieved." Viacom Intern., Inc. v. YouTube, Inc., 2008 WL 3876142, 
*2 (N.D. Cal. 2008); See also State Farm Mut. Auto. Ins. Co. v. Accurate Med., P.C., 2007 WL 2993840, at *1 
(B.D.N.Y. 2007); (holding that "nothing in the ... Rules of Civil Procedure requires a litigant to rely solely on 
discovery obtained from an adversary instead of utilizing subpoenas."), and Software Rights Archive, LLC v. Google 
Inc., 2009 WL 1438249, *2 (D. Del. 2009) (fmding that "there is no absolute rule prohibiting a party from seeking 
to obtain the same documents from a non-party as can be obtained from a party ...."). 
10 The Circuit Court also found that the documents sought "constitute[d] protected commercial information 
belonging to a third party and Kahle's has failed to demonstrate a substantial need to obtain such records from 
Shutler, as opposed to [DSI.]" (J.A. 150, , 16). Respondent does not even attempt to argue that this conclusion is 
supported by the record, nor could it. Respondent did not present any evidence that satisfies the elements set forth in 
Tsapis to determine if the information could be considered confidential, proprietary, or a trade secret and the Circuit 
Court did not even discuss the relevance or need to Kahle. Therefore, this fmding is clearly erroneous; a fact which 
Respondent does not contest. 
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this detennination, the ''moving party has the burden to establish that the information sought" is 

confidential, proprietary, and/or a trade secret. Cleckley, et. al., supra at 1066 (footnotes 

omitted). "If the moving party meets its burden of proof, the burden then shifts to the party 

seeking discovery to show that the requested information is relevant and necessary. The court 

must then balance the need for the trade secret against the claim of injury resulting from 

disclosure." Cleckley, et. al., supra at 1066 (footnotes omitted). For the reasons discussed below, 

the Circuit Court abused its discretion by not properly addressing these factors. 

1. As There Was no Evidence to Address the Factors set Forth in Tsapis and 
as Respondent's "Take My Word For It" Argument is Not Sufficient, it was 
Clearly in Error to Find that Respondent Met its Burden to Establish that 
the Information Sought was Confidential, Proprietary, and/or a Trade Secret 

Respondent does not contest that the factors to determine whether information is 

considered confidential, proprietary, or a trade secret, is set forth in State ex rei. Johnson v. 

Tsapis, 187 W. Va. 337, 339, 419 S.E.2d 1, 3 (1992). Respondent also does not challenge that 

the only information produced as to any of these factors was its affidavit, which contains only 

bald and self-serving assertions. Respondent's only argument is that "common sense ... prove[s] 

that the identity of its customers [are] confidential[.]" (Resp 't Br. 11-2). 

Respondent's argument essentially boils down to "take my word for it." This unsupported 

argument, however, neither addresses any of the factors set forth in Tsapis, nor answers any of 

the questions raised in Petitioner's Brie/that go directly to whether the requested information is 

a trade secret, and/or confidential/proprietary. II (Id. 15-6). Consequently, as Respondent 

produced absolutely no evidence that could support the conclusion that this information is a 

11 For instance, simply because Respondent states that it is confidential, does not address whether the information 
sought is shared with others, for instance, in order to pursue collections, how and to what extent this information is 
kept secret, whether it is known by employees and others involved in the defendant's business, whether customer 
information is under lock and key, whether the information is stored electronically, etc .. To the extent that it asserts 
that it does not have authority to share this information, there is no citations to a rule, code, or agreement between it 
and its customers that states as such. 
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trade secret, and/or confidential/proprietary, it was clearly an abuse of discretion to find as 

such. 12 

2. Kahle Demonstrated that the Information Sought was Both Relevant and 
Necessary and the Circuit Court Committed Clear Error by Failing to Even 
Address Whether the Information Sought was Relevant and Necessary 

Assuming that Respondent's ''take my word for it" argument is sufficient to demonstrate 

that the infonnation sought was confidential, proprietary, or a trade secret, Kahle demonstrated 

that the infonnation sought was relevant and necessary. See (Pet'r Br. 36).13 The Orders, 

however, never discussed whether the information was relevant/necessary to Kahle. As with the 

Orders, Respondent does not attempt to refute this point. Therefore, the Circuit Court abused its 

discretion by failing to discuss the relevance/necessity of the infonnation. 

Respondent's only retort to this clear abuse of discretion is that Kahle cannot prove that 

Respondent's customers have an infestation. (Resp't Br. 12-13). This is not the basis for the 

Circuit Court's finding in granting the Motion to Quash. Even assuming it is, this is not the 

standard for discovery; instead the standard is that the information sought appears reasonably 

calculated to lead to the discovery of admissible evidence. State ex reI. Arrow Concrete Co. v. 

Hill, 194 W. Va. 239,246,460 S.E.2d 54, 61 (1995). Kahle has met its burden in this regard. 

In the case at bar, it is undisputed that Kahle's customers have had an infestation of 

wood boring insects; hence the Pennsylvania action. Only the wood Kahle purchased from DSI 

was found to contain wood boring insects. (J.A. 030). It is also undisputed that the infested wood 

DSI delivered to Kahle was in the same shipping container as wood received by Respondent. 

(J.A. 117, 135). It is very possible that customers would assume that any insects came from 

12 Respondent attempts to justify the fact that it did not produce any evidence by suggesting that its customer list is 
"worthy of protection." (Resp't Br. 11). This misses the point; the analysis does not start with whether the 
information is worthy of protection, but instead with whether the information sought is confidential/proprietary/trade 
secret. 
13 Another reason it is relevant/necessary is that the number of customers who received products containing wood 
from DSI goes directly to the weight of Respondent's anticipated testimony at trial. 
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somewhere else, not from the cabinet manufacturer; therefore, Respondent may not have 

received any complaints. I4 (J.A. 035). Respondent will testify at trial that it has not received any 

complaints of wood boring insects. Respondent's knowledge, or lack thereof, is based off of 

purposeful ignorance. IS By inteIjecting itself and, as it appears at this time, voluntarily agreeing 

to appear to testify in the Pennsylvania action, Respondent has opened the door to having their 

knowledge tested through discovery. Beyond the fact that this was not a basis for the Circuit 

Court's Orders, the information requested appears reasonably calculated to lead to the discovery 

of admissible evidence and goes to refute DSI's asserted defense, which is based upon 

representations from Respondent. Therefore, Respondent's argument is without merit. 

3. The Circuit Court's Findings that Respondent would Suffer Significant 
Harm Because Kahle Would Contact its Customers and Speculate that it had 
Installed Cabinets Infested with Insects is Directly Contrary to the Evidence 
Presented; Kahle Agreed to Limit, ifNot Eliminate Mentioning Respondent's 
Name and was Agreeable to Certain Protections, Therefore, Respondent only 
Demonstrated that it Could Suffer Minimal Harm 

In reaching its conclusion that disclosing this information would be harmful, the Circuit 

Court found that by disclosing the names and addresses of its customers, "real and substantial 

interference with Shutler's business relationship" and "business reputation" would result because 

Kahle ''would then contact the customers and speculate that Shutler had installed products 

infested with wood boring insects[.]" (J.A. 145, ~ 38-9). 

Respondent does not challenge the standard of review set forth in Petitioner's Brief, 

which provides that bare allegations are not sufficient, that there must be a "specific 

demonstrations of fact, supported where possible by affidavits and concrete examples rather than 

broad, conclusory allegations of potential harm(,]"and that "the harm must be significant, not a 

14 Respondent has never attempted to refute this assertion. 
IS Respondent has \ argued throughout that its affidavit proves that it did not have an infestation of wood boring 
insects. (J.A. 052) ("[a]s demonstrated by the Affidavit ... there is absolutely no evidence that Shutler Cabinets ever 
received ... infested plywood[.]") As argued by Kahle, however, the affidavit only proves that Respondent never 
received a complaint. 
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mere trifle." (Pet'r Br. 19-20) (emphasis added) (citations omitted). 

The Circuit Court, however, was presented with no evidence that would support the 

conclusion that Respondent would suffer a significant harm. As argued in Petitioner's Brief, the 

most important fact that would go to whether Respondent would have suffered a significant harm 

versus a harm that is only a mere trifle was never produced; specifically, the number of 

customers who received products containing wood from DSI in the specified one year time 

period. I6 (Pet'r Br. 20). Furthermore, neither the Circuit Court, nor Respondent ever addressed 

any of the protections Kahle was willing to agree to, including that it was agreeable to a 

protective order and/or confidentiality agreement, that it would refrain from marketing/selling to 

Respondent's customers, and was agreeable to discuss any other conditions to protect 

Respondent from suffering harm. (Pet'r Br. 6). 

Beyond this, the July 11, 2016, Order erroneously assessed the evidence in finding that 

Respondent would suffer harm because Kahle would contact its customers and speculate that it 

had installed products infested with wood boring insects. The suggested letter proffered by Kahle 

to Respondent's customers, however, does not even mention Respondent's name. (l.A. 127). 

Kahle was also willing to work with Respondent on a script should its customers respond to the 

letter that would eliminate the need to mention Respondent's name. I7 (J.A. 095). 

Respondent has not previously, and does not now even address these dispositive facts, 

which demonstrate a clear abuse of discretion. Instead, Respondent's only response is to 

conclusively assert that it would be disclosing this information to a competitor and would 

therefore suffer harm. Beyond the fact that this was not the reason proffered by the Circuit Court 

16 Obviously, if it is only a few customers, then the potential harm would be minuscule; especially when compared 

to the need and relevance of the information to Kahle. 

17 In fact, Kahle would be agreeable to not even mention the name Shutler, unless its customers indicate that they 

did have an infestation. 
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in ruling on this issue, as provided in Section I herein, these companies are not competitors. Even 

assuming that these companies could be considered competitors, Respondent would not suffer 

any harm as Kahle was agreeable to a myriad of protections. Therefore, the Circuit Court's 

ruling in this regard is clearly erroneous. 

4. The Circuit Court was Required to Weigh the RelevancelNecessity of the 
Information Versus the Harm; As the Circuit Court Did Not Even Discuss 
the RelevancelN ecessity of the Information to Kahle, its Findings Are Clearly 
Erroneous; in Weighing the Relevance Versus the Harm, it is Clear that 
Discovery is Necessary 

The court was required to balance the need against the claim of injury resulting from the 

disclosure. Prior to the entry of the May 2, 2016, Order, Kahle was not even provided an 

opportunity to demonstrate that the infomlation sought was relevant and necessary. Further, there 

was never any discussion as to whether the information was necessary or relevant to Kahle in 

any of the Orders; a fact which Respondent does not and cannot dispute. By failing to discuss 

whether the information sought was relevant and necessary to Kahle, it cannot be said that the 

Circuit Court balanced the need versus the harm. As discussed above, to the extent that 

Respondent's ''take my word for it" argument is sufficient to demonstrate that the information 

sought is a confidential/proprietary or a trade secret, Kahle demonstrated that the information 

was both relevant and necessary, and that the harm to Respondent would be at most a mere trifle 

given the limitations and protections Kahle had agreed to. Had the Circuit Court weighed these, 

it is clear that discovery is necessary. 

F. With Regards to the Second Request, Respondent Fails to Address Kahle's 
Argument that it was Erroneous to Find that the Request was Unduly Burdensome 

Respondent fails to address this part of Kahle's argument. It does not cite anything to 

contest that "[w]hat constitutes an 'undue burden' is the same when a nonparty is subpoenaed 

under Rule 45 as when a party receives a request for production under Rule 34." St. Jude Med. 

S.c., Inc. v. Janssen-Counotte, 305 F.R.D. 630, 637 (D. Or.), reconsideration denied, 104 F. 
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Supp. 3d 1150 (D. Or. 2015) (citations omitted). It does not contest that if the request was unduly 

burdensome with regards to the time frame sought that modification, instead of denial of all 

discovery, is more appropriate. It does not even attempt to justify the lack of any discussion or 

mention of the factors set forth in Stephens. Therefore, it is assumed Respondent agrees with 

Petitioner on this point. 

G. As to the Second Request, Respondent's Arguments Concerning a Protective 
Order are Without Merit 

Respondent does not contest that "[t]he quashing of a subpoena is an extraordinary 

measure, and is usually inappropriate absent extraordinary circumstances." (Pet'r Br. 23) 

(citations omitted). In this regard, Respondent can only cite tired, incorrect arguments in an 

effort to minimize the clear jurisprudence that recognizes that the quashing of a subpoena is an 

extraordinary measure. Respondent's suggestion that regardless of the protective order, its 

"competitor" would be in possession of its customer lists completely ignores the fact that the 

protective order could be limited to attorneys only, among other protections. Respondent's only 

remaining argument - that it would suffer harm - is completely without merit as discussed in 

Section IV., E., 3 herein; as Respondent's name would not even be mentioned to its clients, how 

could it suffer any harm. Therefore, Respondent's arguments are without merit, especially 

considering that the Circuit Court did not even mention or discuss why a protective order would 

not be appropriate in this case. 

H. The Circuit Court Erroneously Quashed the Third and Fourth Requests Insofar 
as Respondent Failed To Demonstrate That The Information Sought was a Trade 
SecretiConfidentialJProprietary or that it would Suffer a Significant Harm if this 
Information was Disclosed; Further, any Communications Between Respondent and 
DSI about the Pennsylvania Action and/or Wood Boring Insects is 
RelevantlNecessary to the Pennsylvania Action 

Respondent characterizes these requests as seeking documents "evidencing the presence 

of wood boring insects" and "communications relating to wood boring insects." (Resp't Br. 14). 
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Respondent then argues that the Circuit Court's ruling was correct because the issue was 

''mooted by the affidavit filed by Shutler's president." (Resp't Br. 14). Petitioner would agree 

that the affidavit mooted the documents requested as summarized by Respondent. 18 However, 

this further demonstrates the error in the Circuit Court's findings; if there is nothing to produce, 

then Respondent could not be disclosing trade secrets or other confidentiaVproprietary 

information and could not be subjected to an undue burden. 19 

Beyond this, Respondent fails to demonstrate how or why the information sought in these 

requests were a trade secret, confidential, or proprietary and cannot deny that the factors set forth 

in Tsapis were not discussed. It cannot deny that it did not produce any evidence that disclosing 

this information would be harmful, but instead only bald assertions of harm. Respondent's only 

argument as to why these requests should be quashed goes to the second request, which as 

demonstrated supra, is without merit. 

Respondent and the Circuit Court, missed one key aspect of these requests; specifically, 

any communications between Shutler and DSI about the Pennsylvania action and/or wood boring 

insects. The affidavit does not address this issue or deny the existence of any such 

communications, nor could it. The lmcontested evidence is that Respondent has communicated 

with DSI about the Pennsylvania action/wood boring insects, (J.A. 117), and is listed as a 

witness for trial.20 (J.A. 118). Respondent's failure to address this aspect of the subpoena is 

telling as there is no argument that can be made - and no argument proffered by Respondent 

18 As Respondent knew that it did not have documents responsive to this request, it boggles the mind why it would 
argue in its Motion to Quash that producing the same - again, something it did not have - would require it to 
disclose trade secrets or other confidential/proprietary information or that the production of the same would be 
unduly burdensome. 
19 This fact goes directly to the award of attorney fees, as discussed in Section V, inferius. 
20 These facts are not contradicted by Shutler's affidavit, (I.A. 059-61), and Respondent's Briefonly mentions that it 
is listed as a witness for trial, (Resp't Br. 16), but completely ignores the fact that there have been communications 
between it and DSI. Further, these indisputable facts are not mentioned. discussed. acknowledged. or recognized in 
the July 11, 2016, Order. 

13 

http:trial.20


that would justify the finding that this infonnation was confidential, proprietary, privileged, or a 

trade secret or that it would be unduly burdensome to produce the same. For these reasons, it was 

clearly an abuse ofdiscretion to grant the Motion to Quash this aspect of these requests. 

V. It was an Abuse of Discretion to Award Attorney Fees 

A. In Awarding Attorney Fees, the Circuit Court Abused its Discretion by 1) Not 
Weighing the Interests of the Parties and 2) Applying a "Hard-and Fast Rule," that 
Discovery Requesting a Third Party to Produce ConfidentiallProprietary 
Business/Commercial Information is Not Permitted 

Respondent asserts that the Circuit Court did not apply a "hard-and-fast rule" but instead 

''weighed the interests of the parties." (Resp't Br. 15-6). It should be noted that in granting the 

Motion to Quash, the Circuit Court awarded attorney fees without even giving Kahle the 

opportunity to respond.21 It is disingenuous to suggest that the interests of the parties were 

weighed in the May 2, 2016, Order, when the only evidence and argument presented was from 

the Respondent. Therefore, an award of attorney fees in regards to the filing of the Petition was 

clearly an abuse of discretion. 

Furthennore, it cannot be argued that the July 11, 2016, Order, weighed Kahle's 

interests. As discussed herein and in Petitioner IS Brief, the Circuit Court was presented with 

evidence by Kahle that demonstrated that the infonnation was relevant and necessary. These 

facts, however, were not even mentioned in the Orders. Therefore, Respondent's assertion that 

the Circuit Court weighed the interests of the parties is without merit. 

To suggest that the Circuit Court did not apply a "hard-and-fast" rule does not comport 

with the Circuit Court's Orders. As stated in the July 11, 2016, Order, "[a] subpoena is not 

properly issuable to a third party . . . to compel the third party to produce confidential and 

proprietary business and commercial infonnation in a speculative attempt to obtain evidence[.]" 

21 The July 11,2016, Order indicates that in denying the "Petition and quashing the subpoena ... the Court granted 
all relief sought by Shutler, including its request for attorney fees and costs." (J.A. 134). 
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(J.A. 153, ~ 25). The language in the Order is clear and demonstrates that a "hard-and-fast" rule 

was applied; specifically, that a subpoena cannot be issued to a third party to obtain "confidential 

and proprietary business and commercial information[]" unless there is clear evidence that would 

justify the request. 1bis is directly contrary to the Rules and the jurisprudence from this 

Honorable Court. See Keplinger v. Virginia Elec. & Power Co., 208 W. Va. 11,20-1,537 S.E.2d 

632,641-2 (2000); see also State ex rei. Arrow Concrete, 194 W. Va. at 246, 460 S.E.2d at 61. 

B. In Awarding Attorney Fees, the Circuit Court's Determination that Kahle did 
not Present Evidence is Clearly in Error 

In order to justify the award of attorney fees, Respondent argues that "Kahle's did not, at 

any point, produce evidence that Shutler's documents were relevant and necessary." (Resp't Br. 

16). It is disingenuous to suggest that the May 2, 2016, Order should be upheld because Kahle 

did not produce evidence, as it was not given the opportunity to produce evidence. Therefore, the 

Circuit Court's award of attorney fees in this Order should be overturned as it was a clear abuse 

ofdiscretion. 

Respondent's argwnent misses the point, however; Respondent asserts that Kahle did not 

produce evidence that would support its request for customer contact information, which relates 

only to the second request. As demonstrated in Section IV., E., 2 herein, Kahle produced 

evidence - in fact, Respondent failed to demonstrate that the information sought in the second 

request was confidential, proprietary, or a trade secret and also failed to demonstrate that it 

would suffer harm, especially considering the limitations and safeguards that Kahle had 

suggested, if it was produced. Therefore, the award of attorney fees as related to the second 

request in the subpoena should be overturned as it was an abuse ofdiscretion. 

Respondent, in arguing that the award of attorney fees incurred by it in responding to the 

Motion to Amend should be upheld, failed to argue that Kahle did not produce evidence that 
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would support the first (shipping documents), third (documents evidencing the presence of wood 

boring insects), and fourth (communications about Pennsylvania action/wood boring insects) 

requests in the subpoena. As discussed herein and in Petitioner's Brief, Kahle did produce 

evidence. Therefore, the finding that Kahle was only speculating as to the first, third, and fourth 

requests in the subpoena is clearly in error as Kahle produced evidence to demonstrate that the 

information sought was relevant and necessary. 

c. Regardless of the Standard Applied, it was an Abuse of Discretion to imd that 
Respondent was Subjected to an "Undue Burden" as There was No Evidence to 
Sustain a Finding of "Undue Burden" 

As argued in Petitioner's Brief, this Honorable Court has never directly addressed 

sanctions pursuant to W. Va. R. Civ. P. 45(d)(1). Kahle's specifically set forth three different 

standards for determining whether a party has suffered an ''undue burden" as set forth in Rule 

45( d)(1): 1) that "undue burden" is determined based on the costs of compliance;22 2) that 

''undue burden" is analyzed in light of Rule 11 sanctions;23 and/or 3) that sanctions are 

"appropriate only when a party serves a subpoena that is clearly outside the boundaries of 

permissible discovery, that exceeds any reasonable measure of proportionality, or that is served 

in bad faith to harass or for some other improper purpose.,,24 

Respondent's only attempt to define the appropriate standard for determining what 

constitutes an ''undue burden" is that "cases interpreting and applying Rule 45 have given undue 

burden a broad meaning so as to provide third parties with ample protection against abuse and 

22 (Pet'r Br. 33-4) (citations omitted). 

23 (Pet'r Br. 36) (citations omitted). It should be noted that the text of W. Va. R. Civ. P. 11 does not preclude its 

application to Rule 45(d)(l). Rule l1(d) states that it does not apply to "discovery requests, responses, objections, 

and motions that are subject to the provisions of Rules 26 through 37." W. Va. R. Civ. P. II(d). In the case at bar, 

sanctions were awarded pursuant to Rule 45, which is not one of the Rules that are explicitly excluded by Rule 11. 

24 (Pet'r Br. 34). 
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overreach.,,25 (Resp 't Br. 17). This bald assertion, however, goes directly against the fact that the 

discovery rules are "given a liberal construction" favoring ''broad discovery[,]"26 and that 

"[ w ] hat constitutes an 'undue burden' is the same when a nonparty is subpoenaed under Rule 45 as 

when a party receives a request for production under Rule 34.',27 

Beyond this unsupported assertion, when analyzing what constitutes an ''undue burden" 

pursuant to Rule 45(d)(I), the finding that Kahle's subpoena was unduly burdensome is clearly 

in error. If ''undue burden" is detennined based on the costs ofcompliance, then it was in error to 

award attorney fees as Respondent never argued, and the Circuit Court never found, that the cost 

to comply with the subpoena was unduly burdensome. If ''undue burden" is analyzed in light of 

Rule 11 sanctions, then it was in error to award attorney fees as Respondent never argued, and 

the Circuit Court never found, that Kahle's actions were vexatious, wanton, or oppressive. If 

''undue burden" is determine based off ofwhether the subpoena exceeds any reasonable measure 

of proportionality, or that it was served in bad faith or to harass, then it was in error to award 

attorney fees as the Circuit Court never found that the subpoena exceeded any reasonable 

measure of proportionality, was served in bad faith, or to harass. As to these points, Respondent 

does not disagree as no argument was proffered to the contrary. (Resp 't Br. 17-8). 

Instead, Respondent argues that the Circuit Court correctly determined that it was 

subjected to an ''undue burden" as the subpoena ''was based on nothing more than speculation[,]" 

''was unreasonable, burdensome," ''used for [an] improper purpose[,]" and would have subjected 

25 In fact, the case cited by Respondent directly contradicts this very assertion. See Gen. Steel Domestic Sales, LLC 
v. Chumley, 2014 WL 3057496, at *2 (D. Colo. July 7, 2014)(stating that "the only right for imposition ofattomey's 
fees and costs contained within the strict boundaries ofRule 45 is when the serving party does not adhere to its duty 
to take reasonable steps to avoid imposing undue burden or expense on the party subject to a subpoena.") (emphasis 
added). 
26 State ex reI. W. Virginia State Police v. Taylor, 201 W. Va. 554, 565 n.16, 499 S.E.2d 283, 294 n.16 (1997) 
(citations omitted). 
27 St. Jude Med. S.C., 305 F.RD. at 637 (citing Mount Hope Church v. Bash Back!, 705 F.3d418, 429 (9thCir.2012». In 
this regard, In the case at bar, Respondent cannot sincerely contend that the information sought would be considered 
unduly burdensome had it been directed towards a party in the Pennsylvania action. 
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it to substantial hann." (Resp't Br. 18). As demonstrated below, these arguments are without 

merit. 

The Circuit Court's findings that Kahle's Motion to Amend subjected Respondent to an 

undue burden as Kahle did not ''present evidence in support of its position" is directly contrary to 

the facts. As previously discussed, Kahle presented evidence; evidence that was not ~ 

mentioned. discussed. acknowledged. or recognized in the July 11,2016, Order. Therefore, this 

finding is clearly in error. 

It should be noted that in finding that Kahle's Motion to Amend and/or subpoena 

subjected Respondent to an undue burden, the Circuit Court never found that the Motion to 

Amend or the subpoena was unreasonable, burdensome, was issued for some improper purpose, 

or that disclosing this information would subject Respondent to substantial hann. (J.A. 152-3, ~ 

25-6). Instead, the justification was that a subpoena is not properly issuable to a third party to 

obtain there confidential/proprietary business/commercial information and that "Kahle's simply 

presented speculative arguments and baseless allegations[.]" (Id.). But even assuming that the 

July 11,2016, Order could be stretched to include such a finding, it is clearly in error. 

As discussed herein and in Petitioner's Brief, Kahle agreed to limit the scope of the 

subpoena and was agreeable to a protective order. (Pet'r Br. 6). With regards to the allegation 

that either the Motion to Amend or the subpoena was issued for some improper purpose, 

Shutler's subjective belief is not enough to support the proposition that Kahle acted improperly. 

See In re Kunstler, 914 F.2d 505, 518-19 (4th Cir. 1990) (stating that "it is not enough that the 

injured party subjectively believes that a lawsuit was brought to harass, or to focus negative 

publicity on the injured party; instead, such improper purposes must be derived from the motive 

of the signer in pursuing the suit."). 

18 



In the case at bar, Kahle's purpose for issuing the subpoena was simply to seek evidence 

to refute an asserted defense proffered by DSI, which was based on representations made by 

Respondent, who will be a witness in the Pennsylvania action. With regards to the Motion to 

Amend, Kahle's purpose was simply to seek an opportunity to respond to the Motion to Quash. It 

is fundamentally inequitable to punish Kahle for simply seeking an opportunity to be heard. 

Therefore, there was no evidence that could support the conclusion that the Motion to Quash or 

subpoena was filed for an improper purpose. Finally, as discussed in Section IV., E., 3, and in 

Petitioner's Brief, there was no evidence to support the conclusion that Respondent would be 

subjected to substantial harm. (Pet'r Br. 19-21). 

As stated herein, regardless of the standard used, there is simply no support for the 

conclusion that Respondent was subjected to an ''undue burden." Therefore, the awarding of 

attorney fees is clearly in error and should be overturned. 

CONCLUSION 

Petitioner respectfully requests that this Honorable Court to reverse the Orders granting 

the Motion to Quash and awarding attorney fees for the reasons set forth herein. Petitioner 

further requests remand with instructions compelling Respondent Shutler to comply with the 

lawfully issued out of state subpoena.28 

Matthew O. Chapm ,Esq. (WV #11440) 
BURNS WHITE LLC 
The Maxwell Centre 
32-20th Street, Suite 200 
Wheeling, WV 26003 
Telephone: (304) 233-9500 
Facsimile: (304) 233-1363 
E-mai1:mgchapman@burnswhite.com 

28 This obviously contemplates that the same be issued with the restrictions agreed to in the pleadings as discussed in 
Petitioner's Briefand herein. 

19 

mailto:E-mai1:mgchapman@burnswhite.com
http:subpoena.28


CERTIFICATE OF SERVICE 


I hereby certify that on this 21st day of June, 2017, a true and accurate copy of the 

foregoing Petitioner's Reply Brie/was delivered via US mail, postage prepaid as follows: 

James B. Stoneking, Esq. 

Bordas and Bordas 


106 East Main Street 

St. Clairsville, OR 43950 


j stoneking@bordaslaw.com 


Matthew G. Chap an, sq. (WV #11440) 
BURNS WHITE LLC 
The Maxwell Centre 
32-20th Street, Suite 200 
Wheeling, WV 26003 
Telephone: (304) 233-9500 
Facsimile: (304) 233-1363 
E-mail:mgchapman@burnswhite.com 

20 


mailto:E-mail:mgchapman@burnswhite.com
mailto:stoneking@bordaslaw.com

