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ASSIGNMENTS OF ERROR 


1. 	 The Circuit Court erred in quashing the validly issued subpoena and awarding 

attorney fees as written objections were not lodged within 14 days after service of the 

subpoena as required by W. Va. R. Civ. P. 45(d)(2)(B). 

II. 	 It was error for the Circuit Court to grant the Motion to Quash, which included an 

award ofattorney fees, without allowing Kahle an opportunity to respond. 

III. 	 With regards to the first request, the Circuit Court erred in quashing the validly issued 

subpoena as nothing in the W. Va. R. Civ. P. requires a litigant to rely solely on 

discovery obtained from an adversary instead ofutilizing a subpoena. 

N. 	 With regards to the remaining requests, the Circuit Court erred in granting the Motion 

to Quash as the infonnation sought was both relevant and necessary and as Shutler 

failed to demonstrate that the infonnation sought was a trade secret, that it would be 

damaged by the disclosure, or that the request was unduly burdensome 

V. 	 Regardless of which standard is used, it was error to grant attorney fees as the 

requests at issue were within the boundaries of pennissible discovery, was 

reasonable, and was served in good faith and not for some improper purpose and 

because Kahle actions were not vexatious, wanton, oppressive, or made in bad faith. 

STATEMENT OF THE CASE 

Kahle's Kitchens, Inc. [hereinafter "Kahle" or "Petitioner"] is currently involved in 

litigation styled Kahle's Kitchens, Inc., v. Distributor Services, Inc., Civ. Act. No. 2013-1276 (Court 

of Common Pleas, Clarion County, Pennsylvania) [hereinafter "Pennsylvania action"]. This appeal 

stems from a subpoena issued by that court. The validly issued subpoena seeks discovery from a 

potential witness, Shutler Cabinets, Inc. [hereinafter "Shutler" or "Respondent"]. The 
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infonnation sought by the subpoena is both relevant and necessary to the Pennsylvania action as 

it goes to refute a defense raised by Distributor Services, Inc. [hereinafter "DSr']. 

As asserted in the Pennsylvania action, from December, 2011 through June, 2012, Kahle 

purchased wood from DSI; it was later detennined that this wood and only the' wood purchased 

from DSI contained wood boring insects. DSI has asserted that the wood boring insects came from 

Kahle's facility. In support of this defense, DSI has communicated with Shutler, who received 

wood from the same shipment as Kahle. DSI Claims that Shutler advised it has not had an 

infestation. (J.A. 117). At this time, Shutler has provided no evidence to support this assertion, other 

than a self-serving affidavit. Currently, principals of Shutler have been listed as potential witnesses 

in the underlying Pennsylvania action. (J.A. 118). Given DSI's reliance on the representations of 

Shutler for its defense, Kahle sought the issuance of an out-of-state subpoena and was granted the 

same by the Pennsylvania Court. (lA. 005). 

On April 1, 2016, Kahle filed a Petition for Deposition and Subpoena Duces Tecum in 

Aid ofOut-of-State Litigation Pursuant to Rule 28(d) [hereinafter "Petition"]. (J.A. 002-13). The 

Petition sought to enforce the properly issued out of state subpoena. On or about April 27, 2016, 

Shutler filed a Combined Response in Opposition to Petition for Deposition and Subpoena Duces 

Tecum in Aid ofOut-of-State Litigation Pursuant to Rule 28(d) and Motion to Quash [hereinafter 

"Motion to Quash"]. (J.A. 014-25). 

On May 2, 2016 - five days after Shutler filed the Motion to Quash and without affording 

Kahle the opportunity to respond - the Circuit Court of Marshall County granted Shutler's 

motion, awarded attorney's fees and costs, and denied the relief sought in Kahle's Petition. (J.A. 

026-7). 
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On or about May 10,2016, Kahle filed Petitioner's Motion to Alter or Amend Judgment 

[hereinafter "Motion to Amend'']. (J.A. 029-41). On or about May 11, 2016, Respondent filed 

Shutler Cabinets, Inc. 's Response in Opposition to Petitioner's Motion to Alter or Amend 

[hereinafter "Response to Motion to Amend"]. (J.A. 042-91). On July 11, 2016, the Circuit Court 

entered the Order Denying Petitioner's Motion to Alter or Amend Judgment. (J.A. 132-54).1 

SUMMARY OF ARGUMENT 

"Discovery disputes that must be resolved by the circuit court are addressed to the circuit 

court's sound discretion, and the circuit court's order will not be disturbed upon appeal unless 

there has been an abuse of that discretion. Syl. pt. 1, in part, Evans v. Mut. Min., 199 W. Va. 526, 

485 S.E.2d 695 (1997) holding modified by State v. Nichols, 208 W. Va. 432, 541 S.E.2d 310 

(1999). "A trial court abuses its discretion when its rulings on discovery motions are clearly 

against the logic of the circumstances then before the court and so arbitrary and unreasonable as 

to shock our sense ofjustice and to indicate a lack of careful consideration." B.F. Specialty Co. v. 

Charles M Sledd Co., 197 W. Va. 463, 464, 475 S.E.2d 555, 556 (1996). Further, "a circuit 

court necessarily abuses its discretion if it bases its ruling on an erroneous assessment of the 

evidence or an erroneous view of the law." Beto v. Stewart, 213 W. Va. 355,359-60,582 S.E.2d 

802,806--07 (2003) (citations omitted). 

This Honorable Court's review of an award of attorney fees and costs "falls within 

certain well-established principles .... 'As a general rule each litigant bears his or her own 

attorney's fees absent a contrary rule of court or express statutory or contractual authority for 

1 On July 20,2016, Kahle's filed a Notice ofAppeal; the case number was 16-0696. On August 11,2016, Shutler 
filed a Motion to Dismiss Interlocutory Appeal. After filing a response to the motion, this Honorable Court 
dismissed the appeal as interlocutory on September 14,2016. Thereafter, a hearing was held on November 18, 2016, 
to determine the amount of attorney fees to award pursuant to the May 2, 2016, Order granting the motion to quash 
and awarding attorney fees. 
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reimbursement.'" Murthy v. Karpacs-Brown, 237 W. Va. 490, 788 S.E.2d 18, 25 (2016) 

(citations omitted). "[S]anctions are reviewable under an abuse of discretion standard, 'but it is 

clear that a circuit court necessarily abuses its discretion if it bases its ruling on an erroneous 

assessment of the evidence or an erroneous view of the law.'" Murthy, 237 W. Va. 490, 788 

S.E.2d 18, 25 (2016)(citing to Cox v. State, 194 W.Va. 210, 218 n. 3, 460 S.E.2d 25, 33 n. 3 

(1995) (Cleckley, F., concurring». 

In the case at bar, the Circuit Court's holdings was clearly an abuse of discretion. For 

instance, the Circuit Court did not even provide Kahle an opportunity to challenge the evidence 

presented in the Motion to Quash; specifically, it granted the motion and awarded attorney fees 

five days and less than three business days after the same was filed. Further, the Circuit Court 

clearly erred in finding that the subpoena was not properly issued by the Pennsylvania court, 

despite the fact that it was provided two certified copies of the same. 

With regards to the first request, the Circuit Court erred when it erroneously found that 

under West Virginia law, discovery is precluded when it can be obtained from another source. 

There is nothing in the W. Va. R. Civ. P. that supports this conclusion and is directly contrary to 

the cases it cites for this proposition. 

With regards to the second request - which requested information about customers who 

received products containing wood from DSI for a one year period - the Circuit Court erred in 

finding that this information was not relevant and necessary. Further, it erred in finding that 

Shutler had presented enough information to determine whether the information sought was a 

trade secret2 or that it would suffer any injury from its disclosure. Further, it was error to find 

2 Whether customer lists are trade secrets is a question of law reviewed de novo. Guy Carpenter & Co. v. 
Provenza/e, 334 F.3d 459, 468 (5th eir. 2003) (citations omitted). 
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that disclosure of the same would be unduly burdensome as no evidence was presented that 

would support that its disclosure would be too costly to produce. 

With regards to the third and fourth requests, the Circuit Court erred as Kahle 

demonstrated that the information sought was relevant and necessary. Further Shutler 

fundamentally failed to present any evidence that would suggest that this information was either 

a trade secret or that disclosure of the same would be unduly burdensome. 

While this Honorable Court has never addressed sanctions pursuant to Rule 45(d)(l), no 

matter which standard is used, it was error to award attorney fees as the subpoena was within the 

boundaries of permissible discovery and as Kahle's action were not vexatious, wanton, 

oppressive, or made in bad faith. 

STATEMENT REGARDING ORAL ARGUMENT AND DECISION 

Petitioner believes that Rule 19 oral argument is appropriate in this case given 

Petitioner's assignments of error. It is Petitioner's position that the Circuit Court failed to apply 

settled law to the facts of the case and instead found in favor ofRespondent against the weight of 

the evidence. This case is appropriate for a Rule 19 argument and disposition by memorandum 

decision. 

ARGUMENT 

I. The Circuit Court Erred In Quashing A Validly Issued Subpoena 

Kahle sought the issuance of a subpoena requesting the following information: 

1. Any and all documents and/or other tangible items that 
refer, relate to or evidence in any way, shipments of any products 
received from Distributor Services, Inc., its subsidiaries, affiliates 
or assigns from September 1,2011 through September 1,2012. 

2. Any and all documents and/or other tangible items that 
refer, relate to, or evidence in any way, any orders or projects 
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installed and/or completed by Shutler Cabinets, its subsidiaries, 
affiliates, contractors, agents, customers and/or assigns, between 
September 1, 2011 and September 1, 2012, including the name and 
address of the customers. 

3. Any and all documents and/or other tangible items that 
refer, relate to, or evidence in any way, the presence of wood 
boring insects or other similar pests at Shutler Cabinets or at any of 
the installed and/or completed orders or projects identified in 
response to No.2, above. 

4. Any and all documents and/or other tangible items that 
refer, relate to or evidence in any way, communications, electronic 
or otherwise, between Shutler Cabinets and any customers 
identified in response to No.2, above, and/or Distributor Services, 
Inc. regarding wood boring insects or other similar pests, or that 
otherwise relates to this litigation, from September 1, 2011 to the 
present. 

(J.A.005). Contrary to the assertion in the July 11, 2016, Order, (J.A. 145), Kahle agreed to limit 

this discovery in several ways. Kahle was agreeable to a confidentiality agreement and/or 

protective order and that it would refrain from marketing/selling to Shutler's customer. (J.A. 

031). Kahle plainly stated that it was willing to limit the subpoena to customers who received 

cabinets containing wood received from DSI. (J.A. 036). Kahle agreed to limit the requests to a 

one year period of time. (J.A. 034). In fact, Kahle was agreeable to discuss any other conditions 

Shutler would request. (J.A. 031). However, Shutler plainly stated that it would only provide a 

signed affidavit that indicated that it had no infestation of wood boring insects and would not 

address any further conditions. The stated reason for the refusal to comply with the requests was 

the fear of potential litigation, (J.A. 032; J.A. 045), which is an improper objection under the R. 

Civ. P. 

In summary, the Circuit Court granted the Motion to Quash - five days and less than 

three business days after Shutler's motion was filed - and further denied the relief sought in the 
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Motion to Amend because it found that the requests sought the production of trade secrets and 

further that the requests were unduly burdensome. 

With regards to a motion to quash a subpoena that seeks the production of trade secrets, 

the burden is on the movant to establish that the documents sought are a trade secret and "the 

harm associated with its disclosure." In re C.R. Bard, Inc. Pelvic Repair Sys. Prod. Liab. Litig., 

2014 WL 1660386, at *4 (S.D.W. Va. Apr. 22, 2014) (citing Deford v. Schmid Prods. Co., 120 

F.R.D. 648, 653 (D.Md.1987)); Franklin D. Cleckley, Robin Jean Davis, & Louis J. Palmer, Jr., 

Litigation Handbook on West Virginia Rules ofCivil Procedure § 45(d)(3)(B)[2][a], 1066 (4th ed. 

2012); see also AT&T Commc'ns of W Virginia, Inc. v. Pub. Servo Comm'n of W Virginia, 188 

W. Va. 250, 252-3, 423 S.E.2d 859, 861-2 (1992) (finding that in order to be granted a protective 

order pursuant to Rule 26( c), the movant is required to "make a 'particular and specific 

demonstration of fact' as to how they will be injured by the disclosure.") (citations omitted). If 

the movant satisfies the burden, then the non-moving party must establish "that the requested 

information is relevant and necessary." Cleckley, et. al., supra. The court must then "balance the 

need for the trade secrets against the claim of injury resulting from disclosure." Id. 

Importantly, "[a] movant who seeks to withhold information under the rule must provide 

a sufficient description of the nature of the documents, communications, or things not produced 

so as to enable the demanding party to contest the claim." Cleckley, et. al., supra at 1066 (citing 

Transcor, Inc. v. Furney Charters, Inc., 212 F.R.D. 588 (D.Kan. 2003)); see also Charles Alan 

Wright, et. al., 9A Fed. Prac. & Proc. Civ. § 2463.1 (3d ed.) (stating that the movant "cannot rely 

on a mere assertion that compliance would be burdensome and onerous without showing the 

manner and extent of the burden and the injurious consequences of insisting upon compliance 

with the subpoena."). 
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"In dicta it has been said that '[o]rders forbidding any disclosure of trade secrets or 

confidential commercial infonnation are rare. More commonly, the trial court will enter a protective 

order restricting disclosure to counselor to the parties." Cleckley, et. al., supra at 1066, n.470 

(citations omitted). 

This Honorable Court has set forth factors to consider in detennining whether a discovery 

request is unduly burdensome: 

Where a claim is made that a discovery request is unduly 
burdensome ... the trial court should consider several factors. First, a 
court should weigh the requesting party's need to obtain the 
infonnation against the burden that producing the infonnation places 
on the opposing party. This requires an analysis of the issues in the 
case, the amount in controversy, and the resources of the parties. 
Secondly, the opposing party has the obligation to show why the 
discovery is burdensome unless, in light of the issues, the discovery 
request is oppressive on its face. Finally, the court must consider the 
relevancy and materiality of the information sought. 

Syl. Pt. 3 in part, State Farm Mut. Auto. Ins. Co. v. Stephens, 188 W.Va. 622, 425 S.E.2d 577 

(1992). 

The party moving to quash a subpoena carries a heavy burden of 
proving that the subpoena is unreasonable or oppressive. The 
quashing of a subpoena is an extraordinary measure, and is usually 
inappropriate absent extraordinary circumstances. A court 
should be loathed to quash a subpoena ifother protection of less 
absolute character is possible. That is, a court should refrain 
from quashing a subpoena if undue burden can be avoided 
through modification. 

Cleckley, et. al., supra at 1066 (emphasis added); see also Heat & Control, Inc. v. Hester Indus., 

Inc., 785 F.2d 1017, 1025 (Fed. Cir. 1986) (stating that "[w]hen a court is confronted with a 

motion to quash, its duty is not to deny discovery altogether, but to reduce the demand to a 

reasonable level, considering the parties' concerns.") (citations omitted). 
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A. The Circuit Court Erred In Granting The Motion To Quash As Respondent 
Failed To Timely Object Or, In The Alternative, Waived Its Objection 

W. Va R. Civ. P. 45(d)(2)(B) provides that a party "commanded to produce and pennit 

inspection and copying may, within 14 days after service of the subpoena ... serve upon the party 

or attorney designated in the subpoena written objection to inspection or copying ofany or all of the 

designated materials ... .eJ" Id. In the case at bar, the Petition was served on April 8, 2016. (J.A. 

001). Nineteen (19) days later, on April 27, 2016, Respondent :filed the Motion to Quash. As no 

written objections were served as required by the Rule 45(d)(2)(B), Shutler waived its objections 

to the Petition.4 

Even assuming that Shutler did not waive its objection, it affirmatively pled that it was 

willing to provide an affidavit "stating that it had never experienced and had never been 

informed of any issue with wood boring insects[.]" (J.A. 016). Said another way, Shutler stated 

that it was willing to answer the subpoena, albeit in the manner that it felt was responsive. 

Clearly, a party can waive the requirements of Rule 45. See In re Fannie Mae Sec. Litig., 552 

F.3d 814, 821-2 (D.C. Cir. 2009) (subpoena recipient waived claim that court had duty to protect 

it from undue burden by entering into stipulation order requiring compliance with subpoenas); 

Sanders v. Ethicon, Inc., 2015 WL 1781572, at *2 n.3 (E.D. Pa. Apr. 16,2015) (indication in a 

pleading that party waived the 100 mile subpoena limitation set forth in Rule 45(c)(1)(A) of the 

Federal Rule of Civil Procedure acted as a waiver of the rule). Kalne does not dispute that 

Shutler still objected to the subpoena, but by offering and then subsequently submitting the 

3 The rule does further state that an objection can be served "before the time specified for compliance if such time is 
less than 14 days after service ...." W. Va. R. Civ. P. 45(d)(2)(B). However, the subpoena at issue specified that 
compliance was twenty days. Consequently, this provision of the rule is inapplicable. 
4 While counsel for Shutler did contact the undersigned within the fourteen day period, Rule 45(d)(2)(B) requires 
written objections to be served. See, contra Cleckley, et. al., supra at 1059-60 (footnotes omitted). 
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affidavit as an answer to the same, Shutler waived its arguments regarding the information 

sought by the subpoena. 

B. The Subpoena was Properly Issued by the Pennsylvania Court 

In its findings of fact, the Circuit Court found that the subpoena that was not properly 

issued by the Pennsylvania Court. (J.A. 146). The Circuit Court's finding is troubling as it 

completely disregards the fact that the Circuit Court was presented with two certified subpoenas. 

(J.A. 005-6; 103-4). Based upon the undisputed evidence presented to it, this ruling has no 

factual support. 

C. With Regards To The First Request, The Rules Of Civil Procedure Do Not 
Automatically Shield A Party From Discovery Even If Evidence Is Available From 
Another Party Or Source 

The first category in the subpoena sought shipping documents received from DSI. 

Respondent made no argument that the information sought herein was unduly burdensome, 

privileged, overly broad, or irrelevant to the Pennsylvania action. In fact, the totality of 

Respondent's arguments in the Motion to Quash - which Kahle was not provided an opportunity 

to respond - is that the documents are obtainable from DSI. (l.A. 018-9). The Circuit Court 

agreed, and therefore granted the Motion to Quash. (J.A. 026-7, 149-50). 

However, simply because information can be obtained from another source does not 

preclude discovery.5 Covey Oil Co. v. Cont'l Oil Co., 340 F.2d 993, 998 (10th Cir. 1965) 

(holding that the fact that evidence sought by subpoena duces tecum might be obtained from 

others has no pertinence in determining whether to issue "because a person may not avoid a 

5 "Traditionally, this Court has utilized decisions of federal courts when interpreting and applying our Rules ofCivil 
Procedure." Kiser v. Caudill, 215 W.Va. 403,410 n. 4, 599 S.E.2d 826, 833 n.4 (2004) (citations omitted); Lawyer 
Disciplinary Bd. v. Cunningham, 195 W.Va. 27,33 n. 11,464 S.E.2d 181, 187 n. 11 (1995)("[W]e follow our usual 
practice of giving substantial weight to federal cases in determining the meaning and scope of our rules of civil 
procedure.") (citation omitted». 
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subpoena by saying that the evidence sought from him is obtainable from another.") overruled 

on other grounds FTC v. Alaska Land Leasing, Inc., 778 F.2d 577, 578 (10th Cir.1985); Software 

Rights Archive, ILC v. Google Inc., 2009 WL 1438249, *2 (D. Del. 2009), quoting Viacom 

Intern., Inc. v. YouTube, Inc., 2008 WL 3876142, *2 (N.D. Cal. 2008) (finding that "where a 

party requests documents from a non-party that are likely to be in the possession of an opposing 

party, production of documents is appropriate where those documents constitute a 'non-well

defined set' 'whose completeness is not readily verifiable.' . . . By . . . allowing for discovery 

from both the party and non-party, completeness of discovery is more likely to be achieved. "); 

State Farm Mut. Auto. Ins. Co. v. Accurate Med., P.e., 2007 WL 2993840, at *1 (E.D.N.Y. 

2007); Vista Corp. v. Smartner Info. Sys., Ltd., 2007 WL 218771, at *3 (N.D. Cal. Jan. 29,2007) 

(finding that "in appropriate circumstances, production from a third party will be compelled in 

the face of an argument that the 'same' documents could be obta.ined from a party, because there 

is reason to believe that the files of the third party may contain different versions of documents, 

additional material, or perhaps, significant omissions."); In re Bergeson, 112 F.R.D. 692, 695 (D. 

Mont. 1986) (conc1usory assertions that documents sought are available from others more 

economically able "does not constitute a showing of unreasonableness or oppressiveness."); see 

also Connecticut Mut. Life Ins. Co. v. Shields, 17 F.R.D. 273 (D.C.N.Y. 1955). 

An entity's status as a non-party does not "rigidly tilt[] in favor of shielding them from 

discovery." Software Rights Archive, LLC, 2009 WL 1438249, *2. As held by the Accurate Med. 

court, "nothing in the ... Rules of Civil Procedure requires a litigant to rely solely on discovery 

obtained from an adversary instead of utilizing subpoenas." Accurate Med., 2007 WL 2993840, 

a.t *1; see also Software Rights Archive, LLC, 2009 WL 1438249, *2 (finding that ''there is no 
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absolute rule prohibiting a party from seeking to obtain the same documents from a non-party as 

can be obtained from a party ...."). 

D. With Regards To the Second Request, The Granting Of The Motion To Quash 
Was In Error As Kahle Proved That The Information Sought Was Both Relevant 
And Necessary, And Shutler Failed To Demonstrate That The Information Sought 
Was A Trade Secret, That It Would Be Damaged By The Disclosure, Or That The 
Request Was Unduly Burdensome 

The second category in the subpoena sought documents related to cabinets installed in 

customers houses that utilized wood received from DSI for a one year period; this request also 

sought the contact information for the customers who received these products. 

The basis for the Circuit Court's holding was that "West Virginia law expressly 

recognizes that a party-litigant is not ntitled [sic] to discover the names and addresses of an 

opposing party's customers ...." (I.A. 150) (emphasis added). Further, the Circuit Court found 

that this request was ''unduly burdensome as it seeks to compel production of documents for a 

time period exceeding that Kahle's represents to be at issue ..." and because it seeks to compel 

the disclosure of trade secrets from a non-party. (I.A. 151). 

1. There Is No Blanket Prohibition On The Discovery Of Customer 
Lists Under West Virginia Law 

The Circuit Court's fmding that there is a blanket prohibition preventing discovery of the 

names and addresses of an opposing party is plainly in error. To support its conclusion, the 

Circuit Court cited State ex rei. State Farm Mut. Auto. Ins. Co. v. Cramer, 237 W. Va. 60, 785 

S.E.2d 257 (2016) and State ex rei. W. Virginia Fire & Cas. Co. v. Karl, 202 W. Va. 471, 505 

S.E.2d 210 (1998). Nothing in those opinions provides for a blanket prohibition on the discovery 

of customer lists. In fact, in Karl, this Honorable Court specifically held that release of a non

litigant's name and personal information could be had. Karl, 202 W. Va. at 476, 505 S.E.2d at 
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215 (holding that "[ s ]ubsequent to production [of the redacted information], if any party seeks 

additional information or testimony which would necessitate release of any non-litigant's name 

or personal information, that party can petition the lower court for the production of such 

information. "). 

Beyond this, the Circuit Court's ruling is directly contradicted by the holding in State ex 

rei. Arrow Concrete Co. v. Hill, 194 W. Va. 239, 460 S.E.2d 54 (1995). In that case, the movant 

sought, inter alia, discovery of customer lists. Id. 194 W. Va. at 247, 460 S.E.2d at 62. This 

Honorable Court found that the information sought therein was relevant to the case and further 

held that ''the fact that business trade secrets are being discovered does not make the information 

being sought less relevant." Id. The Court further noted that given the issuance of a protective 

order, the production of this information was appropriate: 

As we previously pointed out, the trial judge did order that the 
information discovered could not go beyond the parties involved in 
this action. We fail to see nor do the defendants suggest how the 
trial judge could provide more protection to the defendants than he 
already has and still enable the plaintiff to acquire more 
information regarding its claim against the defendants. 

Id. 194 W. Va. at 249,460 S.E.2d at 64. 

2. Shutler Failed To Meet Its Burden To Demonstrate That The 
Information Sought Is A Trade Secret 

In regards to the issuance of a protective order as to trade secrets, this Honorable Court 

has found that the following factors are to be considered: 

(1) the extent to which the information is known outside of the 
defendant's business; 
(2) the extent to which it is known by employees and others 
involved in the defendant's business; 
(3) the extent of the measures taken by the defendant to guard the 
secrecy of the information; 
(4) the value of the information to the defendant and competitors; 
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(5) the amount of effort or money expended by the defendant in 
developing the information; and 
(6) the ease or difficulty with which the information could be 
properly acquired or duplicated by others. 

Syl. Pt. in part, State ex rei. Johnson v. Tsapis, 187 W. Va. 337, 339,419 S.E.2d 1,3 (1992). 

In order to establish that its customer information is a trade secret, Shutler produced an 

affidavit; however, this affidavit was produced only after the Circuit Court had issued its May 2, 

2016, Order in which it found6 that the information was a trade secret, (J.A. 026-7), and only 

after Kahle filed its Motion to Amend. Beyond this, the affidavit contains only self-serving 

assertions that are completely devoid of any factual background. In total, the affidavit claims as 

follows with regards to customer infom1ation: 

15. Shutler Cabinets values its business relationship with its 
customers and considers the names and addresses of its customers 
to be personal and private information of the individual customers 
which Shutler Cabinets does not have the authority to disclose the 
same to third parties. 
16. Shutler Cabinets considers customer work orders, home 
diagrams, business diagrams, invoices, contracts and payments to 
be personal and private information of the customers which Shutler 
Cabinets does not have the authority to disclose the same to third 
parties. 
17. Shutler Cabinets considers its customer names, addresses, work 
orders, contracts, project diagrams, invoices and payment 
information to be confidential and proprietary commercial 
information and takes all steps reasonably necessary to protect the 
same from disclosure to third-parties. 

(J.A. 061). At the outset, Kahle has never sought the production of customer work orders, home 

diagrams, business diagrams, invoices, contracts, payments, work orders, or project diagrams. 

6 Specifically, the Order provided as follows: "Moreover (belt and suspenders if you will), it is the ORDER of this 
Court that Respondent's motion to quash and the relief sought therein be and hereby is GRANTED." (l.A. 026) 
(emphasis in original). 
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Further, Kahle did not request financial information or financing plans.7 As set forth in the 

record, Kahle limited the information sought to only the contact information for those individuals 

who received products containing wood from DSI for a one year period: 

Regardless of this, the affidavit simply does not contain any information that could allow 

a court to determine whether its customer lists are trade secrets. There is no mention of the 

amount of effort or money expended by Shutler in developing the information. Shutler does not 

describe the extent its customer contact information is known outside of its business, or how and 

to what extent this information is kept secret. There is nothing about the extent to which it is 

known by employees and others involved in the defendant's business.8 There was no evidence 

presented that employees were required to sign non-disclosure and/or confidentiality agreements, 

or that the employee handbook prohibited employees from disclosing customer information. 

Shutler failed to present any document or agreement that it provides to its customers that 

indicates that information is considered confidential and cannot be disclosed without the 

customer's permission. There is no information about whether customer information is under 

lock and key, whether the information is stored electronically, how/whether that information can 

be obtained by employees, and/or who[m] has access to the information. Shutler did not mention 

whether it works with an outside company to install the cabinets or whether it does it in-house. 

There was no information as to how customer information is destroyed; i.e., whether it shredded 

or simply placed in the trash. There was no mention of how Shutler collects unpaid debts; i.e., 

7 The Circuit Court also found that these requests would require the disclosure of "blue prints of [customer's] homes 
and/or businesses, project designs and financial information[.]" (J.A. 142). Further, the Circuit Court found that this 
request asked for the "Shutler's business operations and income" and "all information regarding all orders, including 
cost of supplies, cost of labor, cost of overhead and payments received by Shutler." (J.A. 143). Contrary to this 
assertion, Kahle never asked for such information and to the extent that the requests covered such information 
which it did not - it would have agreed to preclude this information from discovery. 
8 For instance, if every employee had access to the customer list and this list could be easily reconstituted from 
memory, it could not be considered a trade secret. See Guy Carpenter & Co. v. Provenza/e, 334 F.3d 459, 468 (5th 
Cir. 2003) (citations omitted). 
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whether it discloses customers information to a third party to collect unpaid debts.9 In short, it 

has not provided any information as to its "historical efforts to protect [this information] from 

disclosure." In re C.R. Bard, Inc. Pelvic Repair Sys. Prod. Dab. Litig., 2014 WL 1660386, at *5 

(citations omitted). 

Beyond Shutler's unsupported representations, Shutler's customer list could not be 

considered a trade secret. Shutler's website has a guestbook page that invites its customers to 

post reviews and Shutler's customers could be easily identifiable by simply following its 

delivery trucks. See Kenneth W. Graham, Jr., 26 Fed. Prac. & Proc. Evid. § 5644 (lst ed.) 

(stating that "no protection is provided where the customers could easily be identified by simply 

following the company's delivery trucks.") (citations omitted). Therefore, the Circuit Court's 

finding that Shutler's customer lists are trade secrets is clearly in error. 

3. Kahle Demonstrated That The Information Was Relevant And 
Necessary To The Pennsylvania Action To Establish That The 
Infestation Did Not Originate in Its Facility 

The July 11, 2016, Order is completely bereft of any review of the relevancy and 

necessity of the information to Kahle. Instead, the Order found that Kahle did not produce any 

"credible evidence to refute or contradict" the affidavit or documentary evidence produced by 

Shutler. (J.A. 143-4). This finding, beyond the fact that it is factually incorrect, is not the 

standard to review a question of whether to grant a motion to quash. 

With regards to the finding that Kahle did not produce any evidence to refute the 

evidence produced by Shutler, Kahle did not have an opportunity to refute the evidence 

9 Even though it is not mentioned in the affidavit, the July 11, 2016, Order found that the production of this 
information would require the disclosure of, inter alia, "financing plans." (J.A. 142). Besides the fact that Kahle did 
not seek the production of this information, this is telling as to whether its customer contact information is secret. If 
Shutler works with another company - or companies - regarding fInancing, then it can hardly be argued that it keeps 
its customer information secret. But at this stage, there is simply no information available outside of its bald 
assertions that are unsupported by any specific facts. 
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presented in the Motion to Quash. As indicated supra, the May 2, 2016, Order was entered five 

days and less than three business days after the Motion to Quash was filed. 

Beyond this, however, the standard of review is not whether the non-movant has 

produced evidence to refute the allegations set forth by the movant, but instead, whether the non

movant has demonstrated that the information is necessary and relevant. Cleckley, et. al., supra at 

1066. 

The scope of a Rule 45 subpoena duces tecum is subject to Rule 26. Keplinger v. Virginia 

Elec. & Power Co., 208 W. Va. 11,21, 537 S.E.2d 632, 642 (2000). Rule 26 permits discovery 

ofrelevant information, ''whether it relates to the claim or defense of the party seeking discovery 

or to the claim or defense of any other party," W. Va. R. Civ. P. 26(b), which "are, or are likely 

to lead to the discovery of admissible evidence." Keplinger, 208 W. Va. at 21,537 S.E.2d at 642. 

"[T]he general subject matter of the litigation governs the scope of relevant information for 

discovery purposes." Anderson v. Consolidation Coal Co., 2014 WL 12595769, at *5 (N.D.W. 

Va. May 19, 2014) (quoting Kidwiler v. Progressive Paloverde Ins. Co., 192 F.R.D. 193, 199 

(N.D. W. Va. 2000». The fact that trade secrets are sought "does not make the information being 

sought less relevant." State ex rei. Arrow Concrete Co., 194 W. Va. at 247,460 S.E.2d at 62. It 

has been stated that: 

A court with jurisdiction over a subpoena dispute for an action 
pending in a different circuit generally has limited exposure to and 
understanding of the primary action. A court in such a situation 
should hence be cautious in determining relevance of evidence, 
and in case of doubt should err on the side of permissive 
discovery. 

Cleckley, et. al., supra at 1062 (footnotes omitted) (emphasis added). 
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DSI has asserted that wood from the same shipping container was sold to both Kahle and 

Shutler. (I.A. 117). In its communications with DSI, Shutler has indicated that it has never had 

an infestation ofwood boring insects. 10 (Id.). Based upon this, DSI has proffered the defense that 

the alleged wood boring insects came from Kahle's warehouse, not DSI. To support this defense, 

DSI has listed Shutler as a potential witness. (I.A. 118). Shutler has purportedly made 

representations to DSI based upon the fact that it has not received any complaints; as 

demonstrated by the affidavit, however, Shutler has not attempted to contact any customers to 

determine whether they have, in fact, experienced an infestation. Ultimately, whether Shutler's 

customers have had an infestation goes directly to: a) Kahle's claims that the wood-boring 

insects originated at DSI's facility; which is the common source of wood for both Kahle and 

Shutler, b) the scope of Shutler's anticipated testimony at trial, as disclosed by DSI; and c) a 

major defense theory raised by DSI. 

Given this, the information sought is both relevant and necessary. Further, there is simply 

no other way for Kahle to rebut DSI's argwnent that, because Shutler testified that none of its 

customers experienced an infestation, the infestation must have occurred at Kahle's facility, not 

DSI's warehouse. The discovery contemplated by the subpoena at issue is unquestionably likely 

to lead to the discovery of admissible evidence. Further, to the extent that there is any doubt 

about the relevancy of the evidence to the Pennsylvania action, which there is not, the Circuit 

Court was required to "err on the side ofpermissive discovery." There is also a significant policy 

consideration to consider in this matter; specifically, the fact that Shutler's customers mayor 

\0 It should be noted that the Circuit Court completely ignored the fact that Shutler had both communicated with DSI 
about and was a potential witness in the Pennsylvania action. In the July 11,2016, Order, the Court found that DSI 
"identified" Shutler "as a customer who received wood from the same shipments as the wood received by Kahle's." 
(J.A. 139). However, no mention was made of the fact that Shutler had communications with DSI about the 
Pennsylvania action and is listed as a potential witness. Further, the Circuit Court completely ignored the fact that 
Shutler has not even attempted to contact its customers to see if they suffered an infestation. 
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could have an infestation. Shutler's affidavit makes clear that it conducted no investigation into 

whether any of its customers experienced an infestation as it simply states it is not aware of any 

such infestations; frankly, the affidavit reeks of concern such an inquiry will, in fact, uncover 

evidence of infestations, which could potentially expose Shutler to litigation. Ultimately, Shutler 

- and equally important, DSI - should not be permitted to pass off Shutler's professed lack of 

knowledge regarding infestations as positive evidence supporting DSI's case, without minimally 

permitting Kahle an opportunity to conduct discovery regarding same through the subpoena. 

The Circuit Court did not even attempt to discuss the relevance or Kahle's need for the 

information. Accordingly, its analysis is fundamentally flawed and, therefore, could not have 

applied the law. Beyond this fact, however, the evidence before it clearly demonstrates that the 

documents sought by Kahle are both relevant and necessary. 

4. The Alleged Harm That May Be Suffered By Shutler By The 
Disclosure Of This Evidence Cannot Be Ascertained By The 
Information Provided By Shutler 

In the Order, the Court found that ''real and substantial interference with Shutler's 

business relationship" and "reputation" would result from the disclosure because Shutler's 

customers would be contacted to see if they have had an infestation of wood boring insects. (J.A. 

145). In making this determination, however, the Circuit Court was presented with, and therefore 

relied upon, no factual record whatsoever. 

A movant who seeks to quash a subpoena that seeks trade secrets,11 cannot make bare 

allegations that it would suffer an injury, but instead must present evidence "regarding the harm 

associated with [the] disclosure[]" of the trade secret. In re C.R. Bard, Inc. Pelvic Repair Sys. 

11 As argued in section I. D. 2. supra, Shutler did not present evidence to support the assertion that the documents 
sought are in fact trade secrets. 
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Prod. Liab. Litig., 2014 WL 1660386, at *4 (citations omitted). ''This showing must be made 

through 'specific demonstrations of fact, supported where possible by affidavits and concrete 

examples rather than broad, conclusory allegations of potential harm. ,,, !d. at *7 (citations 

omitted);, accord Andrew Corp. v. Rossi, 180 F.R.D. 338, 341 (N.D.Ill.1998) and Waelde v. 

Merck, Sharp & Dohme, 94 F.R.D. 27, 28 (E.D. Mich. 1981). "Broad allegations of harm, 

unsubstantiated by specific examples or articulated reasoning," are insufficiene2 and ''the harm 

must be significant, not a mere trifle." Massey Coal Servs., Inc. v. Victaulic Co. ofAm., 249 

F.R.D. 477, 481 (S.D.W. Va. 2008) (quoting Cipollone v. Liggett Group, Inc., 785 F.2d 1108, 

1121 (3d Cir.1986). 

Shutler's affidavit contained no mention of harm that would result from the disclosure. 13 

Instead, the evidence came in through the pleadings - one of which Kahle did not have an 

opportunity to respond. Based upon the Circuit Court's July 11, 2016, Order it found that the 

harm that would be suffered was that Shutler's customers would be contacted. The most 

important fact that would go to this finding, however, was never proffered. Specifically, Shutler 

never identified the number of customers who received products containing wood from DSI in 

the specified one year period. Obviously, if it is only a handful of customers, then the potential 

harm would be minuscule; especially when compared to the need and relevance of the 

information to Kahle and especially considering the customer's right to know about a potential 

problem with their product purchased from Shutler. 

Finally, Kahle proffered a letter that it suggested be sent to Shutler's customers about this 

issue. (J.A. 127). As indicated in that letter, Shutler's name was not mentioned at all. Kahle was 

12 The District Court for the Northern District of West Virginia addressed trade secrets under Rule 26(c) of the 

Federal Rules of Civil Procedure. 

13 Shutler has never argued or presented evidence, for instance, that disclosing this information would breach any 

contractual agreement between it and its customers. 
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willing to work with Shutler to generate some type of script that would minimize, if not 

eliminate even mentioning the name Shutler. (J.A. 095). Consequently, Shutler would not have 

suffered any hann whatsoever as its name would not be mentioned, or would only be mentioned 

if it did in fact sell products containing wood boring insects. 

For these reasons, the granting of the Motion to Quash was in error because Shutler never 

presented any evidence regarding any level of hann that it would suffer if compelled to produce 

information responsive to the subpoena. Without this, it is impossible to weigh the need for, and 

relevance of, the information versus the hann - if any - to the disclosing party. Regardless, the 

record clearly demonstrates that Shutler would not have suffered any hann. Therefore, the 

Orders are clearly in error. 

5. It Was Plain Error To Find That This Request Was Unduly 
Burdensome 

As demonstrated in the Order, the Circuit Court simply did not review any of the factors set 

forth in Stephens, supra, for determining whether a discovery request is unduly burdensome. For 

instance, the Circuit Court did not even discuss Kahle's need to obtain the information or the 

relevance and materiality of the information sought. As discussed in section I. D. 3. supra, Kahle's 

has a substantial need for the information as it is the only way to rebut the defenses asserted by DSI, 

which are premised on bare representations made by Shutler. 

With regards to the burden placed upon Shutler, the Order indicates that the request was 

unduly burdensome because it requested trade secrets from a nonparty. 14 But as discussed in section 

I. D. 2. supra, Shutler simply did not meet its burden to demonstrate that the information was a trade 

14 It is important to note that Shutler never argued and the Circuit Court never concluded that producing this infonnation 
would be unduly burdensome based on the cost to retrieve the infonnation. Moreover, Shutler never identified the 
number ofcustomers potentially implicated by this request In fact, the totality of its arguments regarding undue burden 
related to the disclosure of trade secrets. 
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secret. Consequently, the harm could not be considered significant, but instead only mere trifle. 

Massey Coal Servs., 249 F.R.D. at 481. 

Beyond this, "[ w ]hat constitutes an 'undue burden' is the same when a nonparty is 

subpoenaed under Rule 45 as when a party receives a request for production under Rille 34." St. 

Jude Med. s.c., Inc. v. Janssen-Counotte, 305 F.R.D. 630, 637 (D. Or.), reconsideration denied, 

104 F. Supp. 3d 1150 (D. Or. 2015) (citing Mount Hope Church v. Bash Back!, 705 F.3d 418,429 

(9th Cir.20l2». In the case at bar, Shutler cannot sincerely contend that the infonnation sought 

would be considered unduly burdensome had it been directed towards a party in the Pennsylvania 

action. 

With regards to the Circuit Court's finding that the request was unduly burdensome because 

it was outside the time frame for the litigation, the proper resolution of that concern was not to grant 

the motion to quash, but instead modification of the request. "If undue burden can be avoided 

through modification" then a motion to quash should not be granted. Cleckley, et. al., supra at 

1066 (emphasis added); Heat & Control, Inc., 785 F.2d at 1025. 

6. A Protective Order Was A More Appropriate Mechanism Than 
Granting The Motion To Quash Assuming, Arguendo, The 
Information Sought Was A Trade Secret 

Even assuming that Shutler produced infonnation to demonstrate that its customer lists 

are considered trade secrets - which it did not - the proper course was not quash the subpoena, 

but instead, to enter some fonn of protective order. As it plainly stated in its pleadings, Kahle is 

not opposed to such a protective order. For instance, Kahle is not opposed to the customer list 
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being shared with only its attorneys.15 Also, Kahle suggested a fonn letter to go to Shutler's 

customers. This letter was vague enough that it would not directly implicate Shutler at all. 

''The quashing of a subpoena is an extraordinary measure, and is usually inappropriate 

absent extraordinary circumstances." Cleckley, et. al., supra at 1066 (emphasis added). In the 

case at bar, Shutler failed to demonstrate that such an extraordinary circumstance exists. In fact, 

given that its customers may have had an infestation of wood boring insects, it is clear that the 

circumstances dictate that Shutler's customers should be notified about this issue. Therefore, the 

order granting the Motion to Quash is in error. 

E. With Regards To the Third And Fourth Requests, The Circuit Court Erred In 
Granting The Motion To Quash As Shutler Failed To Demonstrate That The 
Information Sought In These Requests Was A Trade Secret Or That The Requests 
Was Unduly Burdensome 

The third category in the subpoena requests documents evidencing the presence of wood 

boring insects at either Shutler's distribution center or with any customer(s) who received 

products containing wood from DSI. The fourth category requests documents reflecting 

communications about wood boring insects between Shutler and DSI and/or communications 

with its customers identified to receive products containing wood from DSI. 16 The fourth 

categories also requested any communications between Shutler and DSI regarding the 

Pennsylvania action. 

In the Motion to Quash, Shutler did not argue that the request was prejudicial, unduly 

burdensome, irrelevant to the Pennsylvania action, protected by any privilege, overly broad, or 

would otherwise require the disclosure of trade secrets. (J.A. 021-2). In fact, the totality of Shutler's 

15 Of course, any such protective order must include a procedure designed to permit Kahle to utilize certain 

information at trial, for instance if a Shutler customer actually experienced an infestation. 

16 As noted above, Kahle agreed to narrow the scope of both of the original requests in an attempt to address 

concerns raised by Shutler. 
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arguments related to the second category of documents sought in the subpoena. (lA. 021-2). 

Despite the total lack of argument regarding the third and fourth requests, the Circuit Court 

nevertheless granted the Motion to Quash in its entirety for two basic reasons: First, the Circuit 

Court found that producing these documents was "unduly burdensome[.]" (lA. 151-2). Second, 

because these requests "seek production of privileged, protected, confidential and proprietary 

business and commercial information" - i.e., trade secrets - "from a non-party, the production of 

which would cause interference with the non-party's business relationships with its customers and 

damage to the non-party's reputation." (J.A. 152). 

1. It Was Plainly In Error To Find That Kahle Did Not Have A Need 
For Documents Reflecting Communications About Wood Boring 
Insects Or The Pennsylvania Action 

The Circuit Court's July 11, 2016, Order summarily states, without providing any 

discussion, that the requests are unduly burdensome. The record, however, is absolutely silent 

regarding any of the factors set forth in Stephens. TIle only specter of a potential Stephens factor is 

the Circuit Court's suggestion that Kahle was merely speculating about discoverable information 

and did not present "credible evidence." (J.A. 152). Consequently, the Circuit Court found that 

Kahle did not demonstrate that it had a "substantial need" for the information sought. (J.A. 152). 

The Circuit Court's findings in this regard are erroneous for several reasons. First, Kable did 

actually provide evidence; specifically, that Shutler had communicated with DSI about the 

Pennsylvania action, (J.A. 117), and Shutler was listed by DSI as a potential witness for trial. (J.A. 

118). This is credible evidence demonstrating that DSI and Shutler have had communications 

regarding the Pennsylvania action. Moreover, DSI confirmed that Shutler also received wood from 

the same source as Kable, during the same time period when Kable alleges DSI delivered infested 

wood to Kable's facilty. Therefore, it is entirely plausible that, in these communications, DSI 
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admitted to Shutler that the infestation originated with DSI, which would confirm Kahle's claims 

and compromise DSI's defense. Additionally, Shutler's communications with its customers may 

reference an admission by DSI to that same effect. 

Second, based upon the Circuit Court's ruling, it required Kahle to prove that it had a 

substantial need for the information, which is not required. See Syl. Pt. 3 in part, Stephens, supra. 

(finding that when determining whether discovery creates an undue burden, "a court should weigh 

the requesting party's need to obtain the infomlation ....") (emphasis added) 

As set forth above, Kahle easily demonstrates its substantial need for the requested 

information. Shutler's communications with DSI or its customers about either the Pennsylvania 

action or wood boring insects goes directly to Kahle's claims and to refute DSI's asserted defense, 

which is premised upon Shutler's bare representations. Therefore, the Circuit Court's ruling in this 

regard is plainly erroneous. 

2. Shutler Failed to Demonstrate That Communications With DSI or 
Its Customers About the Pennsylvania Action Or Wood Boring 
Insects Is A Trade Secret 

The Circuit Court found that the documents responsive to this request - whatever they 

may be - were trade secrets that if disclosed would be harmful to Shutler. However, there was no 

evidence produced that documents reflecting communications between Shutler and either DSI or its 

customers about (1) wood boring insects or (2) the Pennsylvania action are trade secrets or that the 

disclosure of the same would be harmful. Indeed, no such justification exists. 

Shutler had the burden to establish that the documents sought are trade secrets and ''the 

harm associated with its disclosure." In re C.R. Bard, Inc. Pelvic Repair Sys. Prod. Liab. Litig., 

2014 WL 1660386, at *4 (citations omitted); see also R.J. Reynolds Tobacco v. Philip Morris, 

Inc., 29 F. App'x 880, 882 (3d Cir. 2002) (citing Charles Alan Wright, et. al., 9A Fed. Prac. & 
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Proc. Civ. § 2458 (1995)). To the extent that they wished to withhold the docwnents as a trade 

secret, Shutler was required to "provide a sufficient description of the nature of the documents, 

communications, or things not produced so as to enable [Kahle] to contest the claim." Cleckley, 

et. al., supra at 1066 (footnotes omitted). 

Generally, trade secret is defined as a "formula, pattern, device or compilation of 

information which is used in one's business, and which gives him an opportunity to obtain an 

advantage over competitors who do not know or use it." Restatement (First) of Torts § 757.17 

Said another way, "[a] trade secret is a process or device for continuous use in the operation of 

the business[]" that "relates to the production of goods" or "the sale of goods." ld. A trade secret 

"differs from other secret information in a business in that it is not simply information as to 

single or ephemeral events in the conduct of the business ...." ld. 

In the case at bar, Shutler failed to produce any description of the nature of the 

documents, communications, or things not produced so as to allow the Circuit Court to determine 

if they contained "confidential and proprietary business and commercial information." Shutler also 

failed to produce any information that documents responsive to the requests were trade secrets. 

Beyond this, Shutler could not demonstrate that the documents responsive to the requests were a 

trade secret. These communications could not relate to the production or sale of goods or some 

secret formula or pattern. Instead, the communications about wood boring insects or the 

Pennsylvania action are single or ephemeral events and are therefore not considered trade 

secrets. 

17 In State ex reI. Johnson v. Tsapis, 187 W. Va. at 339, 419 S.E.2d at 3, this Honorable Court addressed the 
issuance of a protective order regarding trade secrets in regards to Rule 26( c )(7) of the West Virginia Rules of Civil 
Procedure. The Court adopted the decision in United States v. International Business Machines Corp., 67 F.R.D. 40 
(S.D.N.Y.1975), which relied on Section 757 of the Restatement of Torts. 
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Shutler also failed to demonstrate that it would be injured because of the disclosure of 

these alleged trade secrets. In fact, it never argued that disclosure of communications Shutler had 

with DSIIcustomers about either wood boring insects or the Pennsylvania action could be 

considered harmful. With regards to the communications about wood boring insects, Shutler has 

stated, in an affidavit attached to the Response to Motion to Amend, that it has not "experience[ d] 

an infestation[,]" or "located or identified~' wood boring insects in wood received from DSI or 

''been informed of the presence of wood boring insects" from its customers. 18 (J.A. 060). 

Obviously if Shutler is to be believed, there would be no harm in disclosing these 

communications as there is nothing to disclose. Said another way, if there are no trade secrets to 

produce, then there is no reason to seek or grant a motion to quash. 

3. Shutler Failed To Demonstrate That These Requests Were Unduly 
Burdensome Because It Did Not Present Any Evidence That 
Disclosing Communications About Wood Boring Insects Or The 
Pennsylvania Action Would Be Harmful 

With regards to the requests being unduly burdensome, Shutler presented no evidence as to 

why producing these documents would be unduly burdensome. Instead, its argwnents were directed 

toward the second category in the subpoena.19 (J.A. 021-2). There was no argwnent or evidence 

presented tllat disclosing these records would be too costly to produce. As demonstrated in the 

preceding section, Shutler did not even demonstrate that the documents responsive to the requests 

contained trade secrets. At best, Shutler's argwnent can be seen as a stereotypical and conclusory 

statement about the burden of producing these documents. In reality, however, the argument was 

intended solely to attack the second category in the subpoena, nothing more. 

18 As argued throughout the brief, the affidavit makes clear that Shutler has never inquired as to whether its 

customers had in fact suffered an infestation. 

19 In Response to Motion to Amend, Shutler did not address these requests as it stated that the arguments were 

contained within the Motion to Quash. (J.A. 049). 
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The "opposing party has the obligation to show why the discovery is burdensome ...." 

State ex reI. Erickson v. Hill, 191 W. Va 320, 325, 445 S.E.2d 503,508 (1994) (citations omitted). 

Said another way, simply stating that complying with the request would present an undue burden is 

not sufficient. Miscellaneous Docket Matter No.1 v. Miscellaneous Docket Matter No.2, 197 F.3d 

922,926 (8th Cir. 1999) (finding that the moving party has the burden to demonstrate good cause 

for the issuance of an order quashing the subpoena, and "claim( s) of harm must be based on 

more than stereotypical and conclusory statements.") (citations omitted); State Farm Mut. Auto. 

Ins. Co. v. Warren Chiropractic & Rehab Clinic, P.e., 315 F.R.D. 220, 224 (E.D. Mich. 2016) 

(finding that if a subpoenaed nonparty asserts that disclosure would subject it to undue burden, it 

must show that disclosure will cause it a "clearly defined and serious injury.") (citations omitted). 

With regards to documents reflecting communications about wood boring insects, as argued 

in the preceding section, to the extent that Shutler is believed when it represents that it has not had 

any such communications, there can be no harm and therefore no undue burden. With regards to 

the documents reflecting communications about the Pennsylvania action, Shutler has 

fundamentally failed to produce any evidence that would demonstrate that disclosure of this 

information would result in a clearly defined and serious injury. Consequently, granting the 

Motion to Quash with these requests because they constituted an undue burden was in error. 

II. The Circuit Court Abused its Discretion by Awarding Attorney Fees 

This Honorable Court's review of an award of attorney fees and costs "falls within 

certain well-established principles. . . . 'As a general rule each litigant bears his or her own 

attorney's fees absent a contrary rule of court or express statutory or contractual authority for 

reimbursement.'" Murthy v. Karpacs-Brown, 237 W. Va. 490, 788 S.E.2d 18, 25 (2016) 

(citations omitted). "[S]anctions are reviewable under an abuse of discretion standard, 'but it is 
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clear that a circuit court necessarily abuses its discretion if it bases its ruling on an erroneous 

assessment of the evidence or an erroneous view of the law.'" Murthy, 237 W. Va. 490, 788 

S.E.2d 18, 25 (2016)(citing to Cox v. State, 194 W.Va. 210, 218 n. 3, 460 S.E.2d 25, 33 n. 3 

(1995) (Cleckley, F., concurring)). 

In the case at bar, the Circuit Court awarded attorney fees pursuant to Rule 45(d)(1), (I.A. 

153-4), which provides: 

A party or an attorney responsible for the issuance and service of a 
subpoena shall take reasonable steps to avoid imposing undue 
burden or expense on a person subject to that subpoena. The court 
on behalf of which the subpoena was issued may enforce this duty 
and impose upon the party or attorney in breach of this duty an 
appropriate sanction, which may include, but is not limited to, lost 
earnings and a reasonable attorney's fee. 

W. Va. R. Civ. P. 45(d)(1). In making this determination, the Circuit Court found that the 

subpoena was unduly burdensome because "[a] subpoena is not properly issuable to a third party 

. . . to compel the third party to produce confidential and proprietary business and commercial 

information" - i.e., trade secrets - "in a speculative attempt to obtain evidence to refute defenses 

made to claims in litigation with another commercial entity." (I.A. 153-4). The Circuit Court 

further found that Shutler was SUbjected to an undue burden when Kahle filed its Motion to 

Amend because Kahle did not present "evidence in support of its position" and that "Kahle's 

simply presented speCUlative arguments and baseless allegations[,]" which "forced Shutler to 

incur attorney fees and costs to protect its confidential and proprietary business and commercial 

information and protect the privacy interests of its customers consistent with ... Rule 45(d)[.]" 

(I.A. 154). 
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A. Respondent Failed to Timely Object or, in the Alternative, Waived Its Objection 
and is Therefore Not Entitled to an Award of Attorney Fees 

As argued in section I. A. supra, Shutler failed to timely file its objection as it did not file 

written objections within fourteen days as required by Rule 45(d)(2)(B). As further argued in 

section I. A. supra, Shutler waived its objections by stating that it was willing to provide an 

affidavit to answer the subpoena. Consequently, Shutler waived its objections to the subpoena 

and further waived its right to seek sanctions. 

B. It Was Error For The Circuit Court To Award Attorney Fees As A Subpoena Is 
Properly Issuable to a Third Party Under These Circumstances 

In reaching its conclusion with regards to an award of attorney fees for filing a Motion to 

Quash, the Circuit Court erroneously detennined that a subpoena was not properly issuable to 

obtain "trade secrets" from a third party to "obtain evidence to refute defenses made to claims in 

litigation with another commercial entity." (J.A. 152-3). Given that it found that Kahle did just 

that, the Circuit Court found that Shutler was subjected to an undue burden and awarded attorney 

fees incurred by Shutler "in obtaining this Court's May 2,2016 Order[]" quashing the Petition. 

(Id.). 

This ruling is both an erroneous assessment of the evidence and misapplication of the 

law. First and foremost, Rule 45 specifically allows a party to seek discovery, such as 

"produc[ing] documents and things," from a non-party. Keplinger, 208 W. Va. at 20-1, 537 

S.E.2d at 641-2; see also State v. Harman, 165 W.Va. 494,505-6,270 S.E.2d 146, 153-4 (1980) 

(stating that "a subpoena duces tecum [is] available against third parties in both civil and 

criminal cases"). In fact, this Honorable Court has expressly held: 

[T]hat when Rule 45 of the West Virginia Rules ofCivil Procedure 
is used as a discovery device as permitted in W. Va. R. Civ. P. 34, 
Rule 45 is subject to all of the discovery provisions, including, but 
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not limited to, the scope of discovery outlined in W. Va. R. Civ. P. 
26(b )(1), which pennits discovery only ofmatters that are relevant 
to the subject matter involved in the pending action, not privileged, 
and are, or are likely to lead to the discovery of, admissible 
evidence. 

Syl. Pt. 4, Keplinger, 208 W. Va. at 20-1,537 S.E.2d at 641-2 

In the Pennsylvania action, Shutler has communicated with DSI about the subject matter 

of this litigation, (J.A. 117), and principals of Shutler are listed as witnesses for trial. (J.A. 118). 

Given this, discovery in the form of a subpoena duce tecum, would have led to the discovery of 

admissible evidence; specifically, the communications between DSI and Shutler, whether DSI 

admitted to Shutler that the infestation originated at its facility, whether Shutler has received any 

complaints about wood boring insects, or whether customers have actually experienced an 

infestation. 

The Circuit Court's determination that a subpoena that seeks a non-party's ''trade secrets" 

is prohibited is also in contravention of the plain language of the Rule 45, as ''trade secrets" are 

not automatically protected. As stated in the Litigation Handbook on West Virginia Rules ofCivil 

Procedure, 

Under Rule 45(d)(3)(B) a subpoena may be quashed or modified if 
it requires the production of trade secrets .... The rule is couched 
in discretionary language, therefore a trial court is not required to 
quash or modify a subpoena, even though a movant establishes that 
a trade secret ... is requested." 

Cleckley, et. al., supra at 1065 (emphasis added)(footnotes omitted). Even assuming arguendo 

that the information/documents sought in the subpoena are trade secrets, this fact, in and ofitself, 

does not preclude the seeking of the issuance of a subpoena to a third party and is not enough to 

award sanctions. 

31 



C. The Circuit Court Erred In Finding That Kahle Did Not Present Evidence 
Regarding A Need For Information Sought 

In awarding attorney fees to Shutler for responding to the Motion to Amend, the Circuit 

Court found that Kahle did not ''present[] evidence" but instead "simply presented speculative 

arguments and baseless allegations." (J.A. 153). As set forth herein, this is an erroneous 

assessment of the facts. Kahle came forward with affirnlative evidence that demonstrated that 

Shutler had both communicated with DSI about the subject matter of the litigation and was listed 

as a witness at trial in the Pennsylvania action. Therefore, the Court erroneously concluded that 

Kahle did not present evidence regarding a need for information sought. 

Beyond this, however, it is worth noting that assessing costs to Kahle for filing a motion 

to alter or amend is fundamentally unfair. Five days - and less than three business days - after 

Shutler filed its Motion to Quash, the Court, without affording Kahle the opportunity to respond 

to the same, granted Shutler's motion. (J.A. 026-7). It is axiomatic to say that West Virginia is a 

notice pleading state. State ex reI. McGraw v. Scott Runyan Pontiac-Buick, Inc., 194 W. Va. 770, 

776, 461 S.E.2d 516, 522 (1995). Consequently, in filing the Petition, Kahle only provided 

notice, with only the required supporting documentation, including the validly issued 

Pennsylvania subpoena. At the time the Court ruled upon the Motion to Quash, it only had 

Shutler's arguments. Given this, Kahle had no other choice but to file the Motion to Amend. To 

punish Kahle for attempting to respond to the Motion to Quash is simply unfair. 

D. Regardless of which standard is used, the Circuit Court Erroneously Found that 
Respondent was Subjected to an Undue Burden and the Awarding of Attorney Fees 
was therefore in Error 

This Honorable Court has never directly addressed sanctions pursuant to Rule 45(d)(1). 

However, "[t]raditionally, this Court has utilized decisions of federal courts when interpreting 
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and applying our Rules of Civil Procedure." Kiser v. Caudill, 215 W.Va. 403, 410 n. 4, 599 

S.E.2d 826, 833 nA (2004) (citations omitted); Lawyer Disciplinary Bd. v. Cunningham, 195 

W.Va. 27, 33 n. 11,464 S.E.2d 181, 187 n. 11 (1995) ("[W]e follow our usual practice of giving 

substantial weight to federal cases in determining the meaning and scope of our rules of civil 

procedure.") (citation omitted)). 

I. An "Undue Burden" Under Rule 45(d)(I) Is Determined Based 
Upon The Costs Of Compliance, And As There Was No Finding Or 
Argument That The Costs To Comply Were Unduly Burdensome, 
Awarding Attorney Fees Was In Error. 

The Circuit Court's decision was based solely on its conclusion that Shutler was unduly 

burdened because it had to incur attorney fees to protect "its customers eo]" and its "confidential 

and proprietary business and commercial infonnation." The Circuit Court never found - nor did 

Shutler argue - that the costs to comply with the subpoena were unduly burdensome. 

However, ''undue burden" as referenced in Rille 4S(d)(1) is related to the cost of 

complying with the subpoena, not the costs associated with guarding protected infonnation. 

Mount Hope Church v. Bash Back!, 705 F.3d 418, 427 (9th Cir. 2012) (finding that under Rule 

4S(c)(I), now (d)(l), of the Federal Rules of Civil Procedure, ''undue burden" is ''the burden 

associated with compliance," and does not include burdens associated with guarding protected 

information) (citing, inter alia, Mattei, Inc. v. Walking Mountain Prods., 353 F.3d 792, 813-4 

(9th Cir.2003); Tiberi v. CIGNA Ins. Co., 40 F.3d 110, 112 (5th Cir.1994)); In re Fannie Mae 

Sec. Litig., 552 F.3d at 821 (finding that "[t]ederal Rule of Civil Procedure 45 requires courts to 

safeguard non-party subpoena recipients from significant expense resulting from compliance") 

20 This portion of the Circuit Court's rationale is particularly troubling. How can it be asserted that Shutler is 
attempting to protect its customers by failing to alert them to the fact that products it sold may have been infested 
with wood boring insects? In fact, Shutler's actions demonstrate that it is attempting to protect itself from lawsuits, 
not act in the best interests of its customers. 
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(citing Watts v. SEC, 482 F.3d SOl, S09 (D.C.Cir.2007»; see also Zoobuh, Inc. v. Rainbow Int'l 

Corp., 201S WL 2093292, at *2 n.24 (D. Utah May S, 201S). Given that the Circuit Court made 

no finding and Shutler made no argument that the cost to produce these documents was unduly 

burdensome, an award of attorney fees was in error and should be reversed. 

2. The Subpoena At Issue Was Within The Boundaries Of Permissible 
Discovery, Was Reasonable, And Was Served In Good Faith And Not 
For Some Improper Purpose 

In determining whether a party has breached its duty under Rule 
4S(d)(1) [of the Federal Rules of Civil Procedure], courts look to 
the principles stated in Rule 26(g). Accordingly, sanctions issued 
directly under Rule 4S(d)(1) are appropriate only when a party 
serves a subpoena that is clearly outside the boundaries of 
permissible discovery, that exceeds any reasonable measure of 
proportionality, or that is served in bad faith to harass or for some 
other improper purpose. 

Steven S. Gensler, 1 Federal Ru1es of Civil Procedure, Ru1es and Commentary Rule 4S 

(footnotes omitted). 

In the case at bar, the subpoena was reasonable given the circumstances. DSI admitted 

that it not only communicated with Shutler about the subject matter of this litigation, (J.A. 117), 

but that principals of Shutler are expected to testify at trial regarding their lack of knowledge 

regarding any infestations?l (J.A. 117-8). Given that Shutler had communicated with DSI about 

the Pennsylvania action and is listed as a potential trial witness, Petitioner sought to obtain 

discovery from Shutler regarding its communications with DSI and customers, to ascertain 

whether it or its clients had experienced an infestation of wood boring insects, like several 

Kahle's clients. The information requested was limited in scope and Kahle was agreeable to 

discuss other protections. 

21 As stated supra, the Circuit Court completely ignored these dispositive facts in its granting of attorney fees as it 
did not even acknowledge that Shutler had communicated with DSI about the Pennsylvania action, let alone that 
principals were listed as potential witnesses. 
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This Honorable Court has stated that "[ w]e have traditionally given the Rules a liberal 

construction favoring broad discovery, because broad discovery policies are 'essential to the fair 

disposition of both civil and criminal lawsuits. '" State ex rei. W. Virginia State Police v. Taylor, 

201 W. Va. 554, 565 n.l6, 499 S.E.2d 283, 294 n.16 (1997) (citing State ex rei. U.S. Fidelity 

and Guar. Co. v. Canady, 194 W.Va. 431, 444, 460 S.E.2d 677, 690 (1995». Given that the 

discovery rules are "given a liberal construction" that favors "broad discovery," a subpoena that 

requests documents for only a one year period, that further limits discovery to only those 

products that used wood provided by DSI, as well as other protections - such as agreeing to a 

protective order, agreeing not to advertise/market to those individuals, and further agreeing to 

not even disclose Shutler's name - cannot be considered outside the boundaries of permissible 

discovery or exceed any reasonable measure ofproportionality. 

The Circuit Court never found or determined that Kahle acted in bad faith to harass 

Shutler when it awarded attorney fees. This is because such a conclusion is wholly unsupportable 

by the record. The only reason Kahle sought the issuance of the subpoena was to pursue its 

claims and to counter DSI's asserted defense, which was premised on apparent representations 

from Shutler. Therefore, it cannot be found that Kahle acted in bad faith to harass. 

Further, the Circuit Court never found that Kahle sought the subpoena for some other 

improper purpose.22 Beyond the fact that the Circuit Court never found as such, it is clear that 

22 Shutler had argued that Kahle's subpoena was a "fishing expedition" and was further attempting to interfere with 
Shutler's "business relationship with its customers." (J.A. 017). Shutler had also argued that there was "no 
legitimate reason to seek production" of the information sought in the subpoena "other than to harass [Shutler] and 
determine the scope of [Shutler's] commercial business dealings." (I.A. 019). Shutler's subjective belief, however, 
is not enough to support the proposition that Kahle acted improperly. See In re Kunstler, 914 F.2d 505,518-19 (4th 
Cir. 1990) (stating that "it is not enough that the injured party subjectively believes that a lawsuit was brought to 
harass, or to focus negative publicity on the injured party; instead, such improper purposes must be derived from the 
motive of the signer in pursuing the suit."). Furthermore, to believe Shutler requires the utmost mental gymnastics. 
For Shutler's arguments to be correct, one would have to believe that Kahle instituted an action in Pennsylvania, lied 
about the presence of wood boring insects and/or misrepresented their origins with the assumption that OSI would, 
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Kahle's actions in seeking the subpoena were not intended for an improper purpose. Instead, it 

was pursued to seek discovery concerning Kahle's claims and DSI's asserted defenses, which 

again, were premised upon Shutler's representations. 

3. Awarding Attorney Fees Was Clearly In Error As Kahle Actions 
Were Not Vexatious, Wanton, Oppressive, Or Made In Bad Faith 

Some Courts have analyzed the question of ''undue burden" as set forth in Ru1e 45 in 

light of Ru1e 11 sanctions. Dravo Corp. v. Liberty Mut. Ins. Co., 160 F.R.D. 123, 128 

(D.Neb.1995); High Tech Med. Instr., Inc. v. New Image Indus., Inc., 161 F.R.D. 86 (N.D.Cal. 

1995); Mann v. Univ. o/Cincinnati, 152 F.R.D. 119, 126 n. 2 (S.D.Ohio 1993); See also Alberts 

v. HCA Inc., 405 B.R. 498, 502-03 (D.D.C. 2009) (analyzing "undue burden" in the context of 

bad faith)(citations omitted); see also Cleckley, et. al., supra at 1058 (stating that "[i]t has been 

said that '[w]hen a violation of Rule 45 is asserted, the assertion should be analyzed like a 

claimed violation of Ru1e 11. "') (footnotes omitted) This Honorable Court has found that before 

ordering a party or its counsel to pay reasonable fees pursuant to Rule 11, the court must make a 

finding that either the party or its counsel acted in a vexatious, wanton, or oppressive manner. 

Kincaidv. Morgan, 188 W. Va. 452, 458-59, 425 S.E.2d 128, 134-35 (1992). 

Kahle's Petition was not unduly burdensome, especially considering that the scope was 

further limited and that Kahle was agreeable to further protections, such as a protective order. 

But even assuming, arguendo, it was unduly burdensome, the Court made no findings or 

determinations as to whether Kahle's actions were vexatious, wanton, oppressive, or made in bad 

faith. This is because Kahle's actions were reasonable given the circumstances. 

in tum, identify Shutler as a recipient of the same wood identified in Kahle's Complaint, and only then, seek the 
issuance of a subpoena in another state, and attempt to enforce that subpoena - which was done almost five years 
after the infestation - in order to obtain information about an alleged competitor that is not even located within the 
same geographic location as it. 
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At the heart of the Pennsylvania action is whether DSI sold wood infested with wood 

boring insects. In the discovery process, when asked to "[i]dentify any facts known to you 

indicating whether the Plywood sold, received or purchased by you contained any wood-boring 

insects, beetles, other insects and/or their larvae[,]" DSI identified Shutler; specifically, DSI 

indicated that Shutler had received wood from the same shipment as Kahle and that Shutler "has 

advised that none of that wood was infested with beetles.el ]" (l.A. 117). Further, Distributor has 

identified principals of Shutler as potential witnesses for trial. (J.A. 118). 

Given Distributor's reliance on Shutler's representations as a defense to the allegations in 

the Pennsylvania action, Kahle did what any reasonable Plaintiff would do; it brought an action 

authorized under Rule 45 to protect its interests in the Pennsylvania action24 and to discover the 

basis for these representations made by Shutler. Kahle's actions were not vexatious, wanton, or 

oppressive, especially considering Kahle's modifications of the subpoena. Consequently, 

awarding attorney's fees in this instance was in error. 

CONCLUSION 

Petitioner respectfully requests that this Honorable Court reverse the orders granting the 

Motion to Quash and award of attorney fees for the reasons set forth herein. Petitioner further 

requests remand with instructions compelling Respondent Shutler to comply with the lawfully 

issued out ofstate subpoena. 

23 It is also noteworthy-and ripe for discovery-that Shutler's Affidavit does not state exactly what DSI's 
discovery responses say. Shutler merely says it is not aware of any infestation, while DSI contends that Shutler will 
say that "none" of the wood was infested. This is a critical discrepancy that, absent relief of this Court, Kahle will 
not be permitted to explore outside the presence ofa jury in Pennsylvania. 
24 This Court has previously held that "[b ]ringing or defending an action to promote or protect one's economic or 
property interests does not per se constitute bad faith, vexatious, wanton or oppressive conduct within the meaning 
of the exceptional rule in equity authorizing an award to the prevailing litigant of his or her reasonable attorney's 
fees as "costs" of the action." SyI. Pt. 4, Sally-Mike Properties v. Yokum, 179 W. Va. 48, 49, 365 S.E.2d 246, 247 
(1986). 
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KAHLE'S KITCHENS, INC., 
By Counsel 

Matthew G. Chap an, Esq. 0NV #11440) 

BURNS WHITE LLC 

The Maxwell Centre 

32-20th Street, Suite 200 

Wheeling, WV 26003 

Telephone: (304) 233-9500 

Facsimile: (304) 233-1363 

E-mail:mgchapman@bumswhite.com 
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CERTIFICATE OF SERVICE 


I hereby certify that on this 18th of April, 2017, a true and accurate copy of the foregoing 

Petitioner's Brie/was delivered via US mail, postage prepaid, and electronic mail as follows: 

James B. Stoneking, Esq. 

Bordas and Bordas 


106 East Main Street 

St. Clairsville, OH 43950 


jstoneking@bordaslaw.com 


KAHLE'S KITCHENS, INC., 
By Counsel 

~ew'-~.0VV#l1~O)
BURNS WHITE LLC 
The Maxwell Centre 
32-20th Street, Suite 200 
Wheeling, WV 26003 
Telephone: (304) 233-9500 
Facsimile: (304) 233-1363 
E-mail:mgchapman@bumswhite.com 
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